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United States Court of Appeals for the 

District of Columbia 

— 

No. 6490. i 

Parkf.r-Kalon Corporation, Appellant, 

I 

VS. 

Conway P. Coe, Commissioner of Patejits. 

I 

- ! 

i 

a Supreme Court of the District of Columbia. 

At Law. 

! 

No. 84984. 

I 

! 

Parker-Kalon Corporation, Petitioned, 

vs. j 

Conway P. Coe, Commissioner of Patents, Respondent. 

I 

United States of America, 

District of Columbia, ss: 

Be it remembered, That in the Supreme Court of the Dis¬ 
trict of Columbia, at the City of Washington, iji said Dis¬ 
trict, at the times hereinafter mentioned, thtj following 
papers were filed and proceedings had, in the abcjve-entitled 
cause, to wit: 

1 In the Supreme Court of the District of dolumbia. 

I 

At Law. j 

No. 84984. ! 

Parker-Kalon Corporation, Petitioner^ 

vs. 

Conway P. Coe, Commissioner of Patents, Respondent. 

l 

Petition for Writ of Mandamus. 

Filed January 16, 1935. 

To the Honorable the Judges of the Supreme Ccjurt of the 
District of Columbia: I 

Your petitioner, Parker-Kalon Corporation, presents this 
its petition for writ of mandamus to be directed tjo Conway 
P. Coe, Commissioner of Patents, and respectfulhj states: 

1—6490a 
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(1) That petitioner is a corporation and citizen of the 
State of New York, having a place of business at Xo. 200 
Varick Street, City, County, and State of Xew York, and 
that petitioner is the same party who was party plaintiff 
in the cause, In Equity, Xo. 54,485, against Conway P. Coe, 
Commissioner of iPatents, which was decided in favor of 
petitioner on April 23, 1934. 

(2) That petitioner was organized in 1922 and its trade¬ 
mark notation Self-Tapping was and is applied by it to 
screws, drive screws, drive pins, screwnails, nails, rivets, 

and studs, in Class 13, Hardware and Plumbing and 

2 Steam-Fitting Supplies, and that its said trade-mark 
Self-Tapping has been thus continuously used by it 

in interstate and international trade ever since its organi¬ 
zation in 1922, and prior to its organization was used by its 
predecessor; and that petitioner’s said trade-mark notation 
Self-Tapping has been thus used to indicate origin and 
ownership of its goods and is known in the trade and in¬ 
dustries as indicating the origin and ownership of peti¬ 
tioner’s goods, and that the business of petitioner in the 
use of its said trade-mark notation Self-Tapping has been 
large in volume and wide in distribution, and petitioner 
lias expended large sums of money in advertising and sales 
expense for its said goods bearing the said trade-mark nota¬ 
tion Self-Tapping, all as found to be the fact in the Find¬ 
ings of Fact numbered 2, 6, 10, and 9 found by this Court 
in deciding the said cause, In Equity, Xo. 54,485. 

(3) That petitioner being the owner of said trade-mark 
notation by virtue of priority of adoption and use did on the 
2nd day of September, 1931, file its application in the United 
States Patent Office for registration of its said trade-mark 
notation in full compliance with the requirements of the 
Trade Mark Act of February 20, 1905, as amended; and 
that after due proceedings, the Examiner of Trade Marks 
of the United States Patent Office rejected said application, 
and an appeal was taken from such rejection to Thomas E. 
Robertson, Commissioner of Patents; and on April 14, 1932, 
the decision of Thomas E. Robertson, Commissioner of 

Patents, was rendered in which he affirmed the re- 

3 jection of said Examiner of Trade Marks on the fol¬ 
lowing grounds: 

(a) That the mark sought to be registered is merely de¬ 
scriptive of the function or character of the goods. 


I 
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i 

(b) That if not descriptive it is mis-descriptive and de¬ 
ceptive. 

i 

(4) That thereupon, to wit, on or about thq 17th day of 

June, 1932, petitioner filed its Bill in equity j under 17. S. 
R. S., Section 4915 in this Court against Thojmas E. Rob¬ 
ertson, Commissioner of Patents, to authorize him to regis¬ 
ter said trade-mark; and the said equity cause was there¬ 
upon designated In Equity, Xo. 54,485, and, after being re¬ 
vived against Conway P. Coe, Commissioner of Patents, 
was duly tried in open court and decided Aprijl 23, 1934, in 
and by which decision this Court found said| trade-mark 
notation Self-Tapping to be neither merely descriptive nor 
mis-descriptive, and therefore registrable to petitioner, and 
so decreed. | 

(5) That this Court in deciding said causel In Equity, 

Xo. 54,485, found, inter alia , that “The trade-mark ‘Self- 
Tapping’ as applied to plaintiff’s products is| suggestive, 
and therefore, is neither descriptive nor mis-descriptive”; 
and that thereupon, to wit, on the 24th day of April, 1934, 
the decree of this Court was duly signed and (entered, the 
said decree reading as follows: j 

“This cause having come on to be heard and having been 
tried in open court and argued by counsel for thle respective 
parties upon the pleadings and proofs adduced and sub¬ 
mitted to the Court and upon due consideration 
4 thereof, 

It is adjudged, ordered and decreed <^n this 24th 
day of April, 1934, that the Defendant is authorized to 
grant registration to Plaintiff of its trade-mark as peti¬ 
tioned in its application for registration, Trade }Jark Serial 
Xo. 318,676, filed September 2, 1931, on Plaintiff filing in 
the Patent Office a copy of the adjudication anj.1 otherwise 
complving with the requirements of law. j 

‘(Signed) JESSE C. ADKffXS, 

\7ustice.” 

(6) That thereupon a certified copy of said decree was 
served upon and filed with Conway P. Coe, Commissioner 
of Patents, and he, on the 27th day of August, 1934, caused 
petitioner’s said application for trade-mark registration to 
be passed for publication and to be and the samje was pub¬ 
lished in the Official Gazette of the United States Patent 
Office on September 18, 1934. 
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(7) That the thirty days statutorily provided for pub¬ 
lication of trade-marks expired on the 18th day of October, 
1934, and ample time has transpired thereafter for the is¬ 
suing of the Certificate of Trade Mark registration to peti¬ 
tioner, but Conway P. Coe, Commissioner of Patents, has 
neglected, failed^ and refused, though repeatedly requested 
so to do, to sign and issue such Certificate. 


(8) That .Conway P. Coe, Commissioner of Patents, al¬ 
leges, as his reason for failure and refusal to sign and issue 
said Certificate of Trade Mark registration, the presence in 
the Patent Office of an alleged notice of opposition filed Oc¬ 
tober 16, 1934, by the Illinois Tool Works, an alleged cor¬ 
poration of the State of Illinois, having a place of business 
at Chicago, Illinois: that, on information and belief, 
5 the said alleged notice of opposition was not filed in 
good faith, but that the said Illinois Tool Works is 
an infringer of petitioner's said trade-mark notation, and 
that the said alleged notice of opposition has been filed 
without lawful authority or justification in fact for the sole 
purpose of delaying the issuance of the Certificate of Trade 
Mark registration to petitioner to defer and postpone the 
time when petitioner is granted such Certificate as prime, 
facie evidence of ownership of its said trade-mark. 


(9) That during the trial of said cause, In Equity, Xo. 
54,485, Conway P. Coe, Commissioner of Patents, directed 
the attention of this Court (in support of his contention of 
mere descriptiveness of the trade-mark notation) to a 


series of citations, and that said citations are listed in the 


fifth of the Findings of Fact signed by Mr. Justice Adkins in 
determining said cause, profert of a copy of each of which 
citations is hereby made in Court to be produced: that the 
said Examiner of Trade Marks in rejecting petitioner's 
said application fpr registration of its trade-mark notation 
Self-Tapping as merely descriptive or mis-descriptive did 
not cite any reference, publication, illustration, or other 
disclosure whatsoever to demonstrate or support his con¬ 
clusion in holding said trade-mark notation to be merely 
descriptive or mis-descriptive: that likewise the said 
Thomas E. Robertson, Commissioner of Patents, did not 
cite any reference, publication, illustration, or other dis¬ 
closure whatsoever to demonstrate or support his holding 
that said trade-mark notation is merely descriptive or mis- 
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descriptive; that the answer tiled to the skid Bill of 
6 Complaint by Thomas E. Robertson, Coriimissioner 
of Patents, in the cause, In Equity, No. 5^,485, does 
not cite and was never amended to cite any reference, pub¬ 
lication, illustration, or other disclosure whatsoever to 
demonstrate or support the conclusion that said tirade-mark 
notation is merely descriptive or mis-descriptiv^; that, on 
information and belief, at a time shortly prior tb the trial 
of said cause, In Equity, No. 54,485, the attorney for said 
Illinois Tool Works, opposer in said alleged notice of op¬ 
position, when to the office of the Solicitor for Conway P. 
Coe, Commissioner of Patents, and did thereupon furnish 
and deliver unto the said solicitor full information and data 
of each and every of the several citations offered by said 
Solicitor at the trial of the said cause, In Equity, No. 
54,485, as listed in the Finding of Fact numbered 5 as 
found by this Court in deciding the said cause, In Equity, 
No. 54,485, profert of each of which citation is alpove made 
in Court to bo produced; and that, on information and be¬ 
lief, if said attorney for said opposer had omittjed to fur¬ 
nish the said Solicitor with the data of said citations, the 
said citations would not have been brought to the notice 
of said solicitor, and would not have been offered in evi¬ 
dence or otherwise directed to the attention of {his Court 
during the trial of said cause, In Equity, No. 54^485. 

(10) That the said alleged notice of oppositiojn was, on 
October 19, 1934, held by Conway P. Coe, Commissioner of 
Patents, or his duly authorized representative, I to be in¬ 


formal for failure to file 


specimens or fac-similes, and that 


no such specimens or fac-similes were filed in t|ie United 
States Patent Office within the statutory thirty days 
7 after the date of publication, September 18, 1934. 

(11) That the said alleged notice of opposition, as 
petitioner is advised and believes, is fatally defective and in¬ 
complete, and therefore not in fact or at law a nojice of op¬ 
position; and that therefore said alleged notice of opposi¬ 
tion affords no basis or grounds for refusal or delay on the 
part of Conway P. Coe, Commissioner of Patentjs, to sign 
and issue said Certificate of Trade Mark registration; that 
said alleged notice of opposition wholly fails to assert any 
ground or basis whatsoever for denying petitioner its right 
to registration of said trade-mark notation self-tapping 
other than the identical ground or basis tried out before 
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this Court in said cause, In Equity, Xo. 54.485, and that 
said alleged notice of opposition does not allege or assert 
any use bv anv one of the said trade-mark notation in a 
merely or normally descriptive sense, whether literary 
use or otherwise, prior to the said adoption and early use 
of said trade-mark notation by petitioner and its prede¬ 
cessor in business. 


(12) That your petitioner upon being notified of the 
tiling of the said alleged notice of opposition moved before 
the Examiner of Interferences, as provided by the Patent 
Office Rules of Practice, to dismiss said alleged notice of 
opposition, and the Examiner of Interferences thereupon 
rendered his decision in which he denied said motion. 


Profert is made of a certified copy of said decision in Court 


to be produced. 


(13) That, inter alia, in denying the said motion 
8 to dismiss the alleged notice of opposition, the Ex¬ 
aminer of Interferences held: 


“An inspection of the allegations of fact contained in 
the notice of opposition discloses that the descriptiveness 
clause of Section 5 is solely relied upon by the opposer to 
negative the claim of the applicant to possessing the right 
of registration.'’ 


(14) That thereupon, to wit, on the 16th day of Decem¬ 
ber, 1934, your petitioner petitioned Conway P. Coe, Com¬ 
missioner of Patents, in person, to exercise his supervi¬ 
sory authority and to peremptorily dismiss the said alleged 
notice of opposition and issue the said Certificate of Trade 
Mark registration to petitioner; and that Conway P. Coe, 
Commissioner of Patents, on the 5th dav of Januarv, 
1935, rendered his decision in which he denied said peti¬ 
tion. Profert is made of a certified copy of said decision 
in Court to be produced. 


(15) That the next to the concluding paragraph of the 
said decision of Conway P. Coe, Commissioner of Patents, 
of January 5, 1935, recites “the right of opposer to the 
exclusive use of the notation ‘Self-Tapping’,”; that it is 
believed that the word “opposer” at this point was in¬ 
serted by clerical error and should have been the word 
“supplicant”, and if this is denied petitioner prays for 
opportunity to appropriately modify this petition and 
showing of facts. 


CONWAY P. COE, COMMISSIONER OF PATENTS. 


(16) That the effect of said last-mentioned j decision is 
to deny to this petitioner the right of registration of its 

said trade-mark contrary to the mandate of this 

9 Court unless and until a mandate is ha|nded down 
by another Federal Court having no jurisdiction 

over these proceedings. 

(17) That said alleged notice of opposition does not 

raise or purport to raise the question of mere cjescriptive- 
ness of petitioner’s trade-mark notation, and doles not pur¬ 
port to raise any other question than the question of de¬ 
scriptiveness, the latter as held in the above-quoted portion 
of the decision of the Examiner of Interferences, and that 
the sole question raised by the said alleged notice of opposi¬ 
tion is the identical question tried out and determined before 
and by this Court in the said suit, In Equity, No. 54,485, and 
that therefore on advice and belief the delay ant| refusal of 
Conway P. Coe, Commissioner of Patents, toj sign and 
issue the said Certificate of Trade Mark registration to 
petitioner is in direct disregard of the mandate of this 
Court. j 

(18) That on advice and belief, Conway P. poe, Com¬ 
missioner of Patents, has no jurisdiction to refuse to fol¬ 
low and obev the mandate of this Court and to delav doing 
so pending a decision of a Federal Court having no juris¬ 
diction over these proceedings, and also said Conway P. 
Coe, Commissioner of Patents, has no jurisdiction to re¬ 
verse the ruling of this Court on the identical question de¬ 
termined by this Court, and that, since no other question 
is raised by the alleged notice of opposition, and Conway 
P. Coe, Commissioner of Patents, is on notice by |the ruling 
of his own Examiner of Interferences that no other ques¬ 
tion is raised thereby, the said alleged notice of op- 

10 position is not within the jurisdiction of said Con¬ 
way P. Coe, Commissioner of Patents, and no such 

jurisdiction is conferred by, provided in, or contemplated 
by the provisions of the section of the Trade >\Iark Act 
of February 20, 1905, as amended providing for notice of 
opposition. 

(19) That the refusal and delay to grant said Certificate 
of Trade Mark registration is a serious wrong to peti¬ 
tioner and has resulted and is resulting in great aid irrepa^ 
rable damage and injury to petitioner. 

(20) That the decision of the Examiner of Interferences 
that the said alleged notice of opposition relies Isolely on 
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the descriptiveness clause of Section 5 (of the Trade Mark 
Act of 1905, as amended) is a ruling that the sole question 
to be determined under said alleged notice of opposition 
is the same question as already determined by this Court, 
and your petitioner is thereupon advised and believes that 
no exercise of discretion bv Conwav P. Coe, Commissioner 
of Patents, is required in the premises. 

(21) That no,appeal is provided from the delay and re¬ 
fusal of Conway P. Coe, Commissioner of Patents, to sign 
and issue said Certificate of Trade Mark registration to 
petitioner: that by reason of such delay and refusal your 
petitioner is being deprived of a right vested in it by law, 
and is without remedy in the premises unless this Court by 
writ of mandamus shall interpose on behalf of petitioner, 
and that petitioner’s sole relief is through the granting 
of the writ of mandamus from this Court directed to Con¬ 
way P. Coe, Commissioner of Patents, and requiring 
11 him to forthwith sign and issue said Certificate of 
Trade Mark registration to petitioner. 

Wherefore, the premises considered, your petitioner 
prays that this Honorable Court will direct that its writ 
of mandamus be issued to Respondent, Conway P. Coe, 
Commissioner of Patents, commanding him to forthwith, 
as promptly as may be, sign and issue to petitioner the 
said Certificate of Trade Mark registration of petitioner’s 
said trade-mark. 


Your petitioner also prays for such other and further 
relief as to this Honorable Court may seem right and 
proper, and for general relief and as in duty bound will 
ever prav. 

PARKER-KALON CORPORATION, 
By LOUIS GOLDBURG, 

President. 

[corporate seal.] 


State of New York, 

County of New York , s$; 

Louis Goldburg, being first duly sworn, deposes and 
says that he is the President of Parker-Kalon Corporation, 
the petitioner named in the foregoing petition; that he has 
read the foregoing petition and knows the contents thereof; 
and that the statements therein made as of his own knowl- 
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edge are true, and those alleged as made on Information 
or advice and belief he believes to be true. 

LOUIS GOLjDBURG. 

12 Subscribed and sworn to before me, I the under¬ 
signed Notary Public, this 12th day of Jahuary, 1935. 
[notarial seal.] MARTIN SLIlfKA, 

NotarPublic. 

N. Y. County Clerk’s No. 845, Register’s No. 55-1172. 
Commission expires Mar. 30, 1935. 

EDGAR M. KITCHIN, j 

Solicitor for Petitioner. 
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Rule to Show Cause. 
Filed January 16, 1935. 


Upon consideration of the petition for writ of manda¬ 
mus in the above-entitled cause, it is ordered on this 16th 
day of January, 1935, that the respondent herein show 
cause on the 6th day of February, 1935, at tjen o’clock 
A. M., why a writ of mandamus should not issue, as prayed 
in said petition; provided a copy of this order j^nd of said 
petition be served upon the Respondent on or before the 
20th dav of Januarv, 1935. 

JOSEPH W. COX, 

i Justice. 

Marshal’s Return. 

! 

Served a copy of the above and Petition on the above 
named Conway P. Coe January 16, 1935, personally. 

JOHN B. COLPOYS, 

U. S. Marshal in and j for the 
Dist. of Columbia, j 
By H. C. ALLEN, 

K., | 

Deputy U. S. Marshal. 

Rule discharged and Petition dismissed with cdsts. 


March 13/35. 


i 

A. A. W., C. J. 


2—6490a 
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14 Answer to the Petition and Rule to Show Cause. 

Filed February 14, 1935. 

******* 

To the Honorable the Judges of the Supreme Court of the 

District of Columbia: 

Conway P. Coe, Commissioner of Patents, respondent 
herein, in answer to the Petition and Rule to Show Cause 
alleges on information and belief as follows: 

1. He admits for the purpose of this suit the allegations 
of petitioner’s organization, place of business, and status 
in Equity Suit Xo. 54,485. 

2. He has no information as to the use or extent of use 
by petitioner of the notation “Self-Tapping”, or as to the 
expenditure of money in advertising and business with 
respect thereto except as informed by the Findings in 
Equity Suit Xo. 54,485. 

3. He has no knowledge as to petitioner’s priority of 

adoption of the notation “Self-Tapping” or of pe- 

15 titioner’s ownership thereof, but admits the allega¬ 
tions of paragraph 3 as to petitioner’s application 

for registration of said trade-mark notation and as to the 
proceedings therein stated. 

4. He admits the allegations of proceedings as set out 
in paragraph 4. The decree as appears from a copy thereof 
set for-m in paragraph 5 of the petition “authorized” the 
grant of registration to petitioner upon filing in the Pat¬ 
ent Office of a copy of the adjudication “and otherwise 
complying with the requirements of the law”. The decree 
follows the form provided by Section 4915, R. S. Compli¬ 
ance “with the requirements of the law” requires that peti¬ 
tioner successfully defend regularly instituted statutory 
opposition proceedings filed by an opposer. 

5. He admits the allegations of paragraph 5. 

6. He admits the allegations of paragraph 6. 

7. Respondent denies that his failure to issue the certifi¬ 
cate of registration of the notation to petitioner is due to 
neglect; but that!he has failed and refused to do so in com¬ 
pliance with Section 7 of the Trade-Mark Act of February 
20, 1905, which requires the Commissioner “in every case 
of interference or opposition to registration” to— 
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I 

“direct the examiner in charge of interferences to deter¬ 
mine the question of the right of registration to jsucli trade¬ 
mark, and of the sufficiency of objections to registration, in 
such manner and upon such notice to those interested as 
the Commissioner mav bv rules prescribe.” 

i 

8. Respondent admits that his reason tor refusal 

16 to issue the certificate is due to a notice of opposi¬ 
tion regularly filed bv the Illinois Tool Works, and 

» • 

therefore he is without authority to issue said certificate 

* i 

until the said opposition has been disposed of. 'He has no 
information as to what prompted the Illinois TJool Works 
to file the opposition but states that the Illinois Tfool Works 
had a statutory right to file, and nothing appearls from the 
record to show that the opposition was not fil<bd in good 
faith. He has no information as to the allegation of in¬ 
fringement by the Illinois Tool Works or as to [the allega¬ 
tion that the opposition was filed without lawful authority 
or justification in fact, or for the sole purpose cjf delaying 
the issuance of the certificate of trade-mark registration 
to petitioner. 

9. Respondent admits that several citations a!s listed in 
the Findings of Fact in said Equity Suit No. 54,485 were 
relied upon by him at the trial, but denies that [‘each and 
every of the several citations” was furnished pnd deliv¬ 
ered to him or his solicitor bv the attorney for t!he Illinois 

* * 

Tool Works, and further denies the allegation th^t “if said 
attorney for said opposer had omitted to furnish the said 
solicitor with the date of said citations, the said citations 
would not have been brought to the notice of saicjl solicitor, 
and would not have been offered in evidence or j otherwise 
directed to the attention of this Court during tl|ie trial of 
said cause, in Equity No. 54,485.” 

10. He admits that specimens did not accompany the 
Notice of Opposition but denies that the Notice was ren¬ 
dered informal thereby. Rule 56 of the Commissioner 

* 

which requires that “Two specimens of (the mark 

17 actually used by the opposer, if there be sujffi, should 
be filed” is not a statutory requirement but is merely 

a procedural rule within the discretion of the I Commis¬ 
sioner. j 

11. He denies that the Notice of Opposition is fatally de¬ 
fective and incomplete, in that it fails to assert apy ground 
or basis whatsoever for denying petitioner its rigpt to reg- 


12 


PARKER-KALON CORPORATION VS. 


istration other than the identical ground tried out before 
this Court, in Equity Cause No. 54,485, and he denies that 
the Notice does not allege or assert anv use bv anv one of 
the trade-mark notation in a merely or normally descriptive 
sense prior to the adoption of the mark by petitioner. Para¬ 
graph 4 of the Notice of Opposition specifically sets forth 
as follows: 

(4) That long prior to February 10, 1921, manufacturers 
and users of screws adapted to produce their own thread in 
relatively hard material have descriptively referred to such 
screws in various literature, periodicals, text-books, cata¬ 
logs and the like as “self-tapping screws”, “tap screws” 
and screws which have the combined function of a tap and 
screw, and that such literature, periodicals, text-books, cata¬ 
logs and the like were not before the Patent Office nor the 
Supreme Court, of the District of Columbia during the pros¬ 
ecution by applicant of its application, Serial No. 318,676 
above referred to. 

12. He admits the allegations of paragraph 12. 

13. He admits the allegations of paragraph 13 so far as 
quoted. 

14. He admits the allegations of paragraph 14. 

15. He admits the allegations of paragraph 15 that the 
word “opposer” referred to is a clerical error and should 
be applicant and so construed. 

16. Despondent denies that the action of the Commis¬ 
sioner was contrary to the mandate of this Court. 

18 17. Respondent denies that the Notice of Opposi¬ 

tion does not raise or purport to raise the question 
of mere descriptiveness of petitioner’s trade-mark notation. 
Paragraph 2 of the Notice of Opposition alleges that the 
words “Self-Tapping”, sought to be registered by appli¬ 
cant, are descriptive of a screw which is adapted to tap or 
cut a thread for itself in a work piece, wherefrom it is 
normal to descriptively refer to such screws as “self-tap¬ 
ping”, and paragraph 7 further sets forth that the words 
“self-tapping” when applied to either opposer’s or appli¬ 
cant’s product are purely descriptive. Respondent further 
denies that the notice does not raise any other question than 
that tried out and determined by this Court in said Equity 
Suit No. 54,485. , A determination as to the descriptiveness 

of the mark involves a consideration of the use bv others of 

•> 


CONWAY P. COE, COMMISSIONER OF PATENTS. 13 

the notation prior to its adoption by petitioner. In the op¬ 
position new evidence bearing on this question is alleged. 

18. Respondent denies that the opposition (is not within 
his jurisdiction. Equity Suit No. 54,485 was! an ex parte 
matter between petitioner here and the Coirjmissioner of 
Patents. The ex parte decision whether rendered by the 
Commissioner or by the Court merely prepared the mark 
for publication. The opposer here was not a j party to the 
ex parte suit against the Commissioner of Pijtents in this 
Court and the statutes provide for the institution of opposi¬ 
tion proceedings. The descriptiveness of the mark when 
raised inter partes is a new question particularly in the 
light of new evidence alleged. The Illinois Tool Works 
was within its legal rights in filing the opposition. 

19 19. Respondent denies that his refusal and delay 

to grant the registration is a legal wrong to peti¬ 
tioner. 

20. Respondent denies that the questions rjaised by the 
opposition are the same as already determined by this 
Court, as stated in paragraph 18 herein. 

21. Respondent denies that no appeal is provided from 
his refusal to issue the certificate of registration to peti¬ 
tioner. Full appeal lies from any decision oh the merits 
of the notice of opposition. Respondent further denies that 
petitioner is deprived of any legal right or that petitioner is 
without remedy except through the granting of a writ of 

mandamus bv this Court. 

* 

Further answering respondent denies that this Court has 
any authority to nullify Section 6 of the Trade-Mark Act 
of February 20, 1905, and deprive the Illinois Tool Works 
of its right to file opposition proceedings whicl} that statute 
gives it. The statute reads as follows: 

Any person who believes he would be damaged by the 
registration of a mark may oppose the same bV filing notice 
of opposition, stating the grounds therefor, in the Patent 
Office within thirty days after the publication of the mark 
sought to be registered, which said notice of opposition shall 
be verified by the person filing the same before one of the 
officers mentioned in section two of this act. 

Further answering, the Illinois Tool Works }s entitled to 
its day in Court and to be heard on its allegations in the 
Notice of Opposition. 
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Further answering, the Commissioner has no au- 
20 thoritv to prejudge the opposition by ruling that the 
opposer has no evidence except what was before the 
Supreme Court of the District of Columbia in the ex parte 
proceedings. 

Further answering, the opposition proceeding is a new 
proceeding inter partes and questions raised therein are 
questions fie hovq even regardless of new evidence. The 
Commissioner’s rulings thereon are discretionary matters 
and not subject to mandamus. 

Further answering, the Shakeproof Lock Washer Com¬ 
pany, predecessor of the Illinois Tool Works, opposer 
herein, and petitioner are involved in infringement suit in 
the United States District Court for the District of Dela¬ 


ware in Equity No. 966. In said suit the question of the 
descriptiveness of petitioner’s mark is in issue. Said Equity 
Suit was filed April 25, 1932, long prior to the publication 
of petitioner’s mark. This Court should not make any 
ruling on the merits of opposer's case as to do so would be 
to pre-judge said Equity Suit Xo. 966 and disturb the rights 
of the parties therein, as appears from Exhibits A, B and C, 
attached hereto and made a part hereof. 

Further answering, the opposition proceeding stands sus¬ 
pended by reason of the decision of’ the Examiner of Inter¬ 
ferences dated December 15, 1934, pending the outcome of 
the earlier filed Delaware suit Xo. 966. Petitioner took no 


appeal. Obviously petitioner cannot mandamus the Com¬ 
missioner with respect to matters in which the Commis¬ 
sioner has judicial discretion to pass upon the merits of an 
opposition proceeding authorized by the trade-mark 
21 statutes. 


And further answering, respondent denies that pe¬ 
titioner has been denied any rights to which he is entitled 
under the Statute^, Buies, or established practice as au¬ 
thorized bv the courts. 

* • 

And now having fully answered the petition respondent 
prays that the Rule to Show Cause against him be dis¬ 
charged and the Petition be dismissed with all the costs of 
the proceedings against petitioner. 

COXWAY P. COE, 
Commissioner of Patents, 

T. A. HOSTETLER, Respondent . 

Solicitor for the Patent Office, 

Attorney for Respondent. 


COX WAY P. COE, COMMISSIONER OF PATENTS. 

7 i 
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District of Columbia, 55: 

i 

I, Conway P. Coe, Commissioner of Patents,| depose and 
say that I have read the above answer by nnj subscribed 
and know the contents thereof, and that the statements of 
facts therein made as upon personal knowledge are true, 
and those made upon information and belief I Relieve to be 
true. 

CONWAY P. COE, 
Commissioner of Patents. 

Subscribed and sworn to before me this 13tli lav of Feb¬ 
ruary, 1935. 

[notarial seal.] ALBERT W. KAISER, 

Notary Public , D. C. 

My commission expires March 21, 1938. 

Copy received February 14, 1935. 

EDGAR M. KITCHIN, 
Solicitor for Petitioner. 

22 Filed May 24, 1935. 

In the Supreme Court of the District of 

At Law. 

No. 84,984. 

Parker-Kalon Corporation, Petitionejr, 

| 

vs. 

Conway P. Coe, Commissioner of Patents, Res pondent. 

■ 

1 

Addition to the Record by Stipulation of Counsel. 

Washington, D. C., April 18, 1935. 

With reference to the attached exhibits, Petitioner’s Ex¬ 
hibits 1, 10, 12, 14, 15, 16, and 17, and Defendant’s Exhibits 
A, B, and C, it is hereby stipulated and agreed bv and be¬ 
tween counsel for the respective parties that ^11 of said 
exhibits were submitted to the Court and included in the 
oral argument before the Court at the hearing, aifd that all 
said exhibits may be treated as if they were | regularly 
offered and received in evidence, and said exhibits shall be 
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made a part of the transcript of record and printed in the 
record as such. 

EDGAR M. KITCHIN, 

, Solicitor for Petitioner. 

; T. A. HOSTETLER, 

Solicitor for Respondent. 

23 Respondent's Exhibit A. 

In the United States Patent Office. 

Before the Examiner of Trade Mark Interferences. 


Opposition No. 14,223. 

Illinois Tool Works, Opposer, 

vs. 

Parker-Kalon Corporation, Applicant. 

Motion to Suspend Oppositioyi Proceedings. 

Now comes the Illinois Tool Works, opposer in the above- 
entitled opposition proceedings, by its attorneys, and moves 
that said proceedings be suspended pending the outcome of 
Equity Suit No. 966 in the United States District Court for 
the District of Delaware, filed by Heyman Rosenberg and 
the Parker-Kalon Corporation, as plaintiffs, against the 
Shakeproof Lock Washer Company, defendant. 

As set forth in the attached Affidavit of Roy H. Olson, the 
parties in interest in the equity suit are the same as those 
to the present opposition proceedings, and a decision upon 
the issues raised in the equity suit will be determinative of 
the issues raised in the opposition proceedings, inasmuch 
as in said suit infringement of the mark ‘‘Self-Tapping” 
for screws and screw threaded fasteners, is alleged. This 
is the same mark and the same class of goods in issue in the 
opposition proceedings, and the defenses in the infringe¬ 
ment suit raise the issues set forth by opposer in the Notice 
of Opposition. It will be noted further from the Affi- 
24 davit, that the equity suit was instituted April 25, 
1932, substantially two and one-half (2VL>) years 
prior to the filing of the Notice of Opposition on or about 
October 16, 1934. The affidavit further sets forth that de¬ 
fendant in the suit and opposer herein, stands ready and 
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willing to push the suit to an early conclusion,j and, in the 
opinion of counsel, the suit will in fact come to early trial, 
probably in the first part of the year 1935. 

In the case of Benjamin Paris v. John F. Rpichard, 146 
M. D. 259, October 11, 1924, 15 T. M. Rep. lpO, Kinnan, 
First Assistant Commissioner, held that where prior to the 
bringing of an opposition a suit had been brought which 
would determine the questions raised by the opposition, the 
opposition should be suspended pending the termination of 
that suit. The ground of the decision was that! in the suit 
testimony could be taken in open court and therefore more 
expeditiously and economically than in the opposition. In 
his decision the Commissioner said: 

1 

“* * * In the present case, it is quite evident |the suit will 
determine the question raised in this opposition^ the owner¬ 
ship of the mark. * * * The parties should nbt be put to 
the double expense of conducting two contests to determine 
the same issue. It is apparent the Court, through its 
method of procedure, can more justly arrive jit the true 
facts than can the tribunals of this Office. This [being true, 
the expense of the opposition proceedings, including the 
costs of printing the record, may be saved the parties.” 

i 

25 Attention is also directed to the case] of Caron 
Corporation v. Vivaudou, Inc., 151 M. 1). April 8, 
1927, 17 T. M. Rep. 195, wherein it w T as likewise found un¬ 
der similar circumstances, that the opposition proceedings 
should be suspended pending the outcome of the prior 
equity suit. 

In the present case the parties in interest to j the equity 
suit and the opposition proceedings are the sanie, and the 
issues raised in the suit include those raised in the opposi¬ 
tion. Further, it appears that the suit is being expedited 
to an early conclusion. Under these circumstances it is re¬ 
spectfully submitted that the instant oppositioji proceed¬ 
ings should be suspended pending the outcome Of the suit. 
Testimonv mav be more readilv and economically taken in 
the equity suit and, moreover, it is not believed that the 
parties should be subjected to the expense and hardship of 
contesting both proceedings where such is clearly unneces¬ 
sary. It is to the advantage of both parties that the oppo¬ 
sition be suspended. 

3—6490a 
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Parker-Kalon Corporation, applicant, has filed a motion 
to dismiss the Notice of Opposition. This Motion to Dis¬ 
miss attacks the sufficiency of the notice and in general 
touches upon and questions the merits of the case. It is 
submitted, therefore, that the instant motion to suspend 
proceedings should be set for hearing and decision made 
prior to the consideration of the motion to dismiss, as treat¬ 
ment of the motion to dismiss would require at least a par¬ 
tial consideration of the merits of the case involving ex- 
pense and trouble to the parties as well as to the Office, 
which the motion to suspend seeks to avoid. 

26 The Honorable Examiner of Trade Mark Inter¬ 
ferences consenting, this Motion is hereby set for 
hearing before the Examiner on December 11, 1934, Room 
30S8, at 10 A. M., or such time thereafter as counsel may be 
heard. 

Respectfullv submitted, 

(Signed) i" COX & MOORE, 

* Attorneys for Op poser. 

Chicago, Illinois, December 3, 1934. 
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In the United States Patent Office, 

Before the Examiner of Trade Mark Interferences. 


Opposition Xo. 14,223. 

Illinois Tool Works, Oppose)*, 

vs. 

Parker-Kalon Corporation, Applicant. 

Proof of Service. 

A copy of the attached Motion to Suspend Opposition 
Proceedings has this dav been forwarded bv registered 
mail to Edgar M. Kitchin, Ouray Building, Washington, 
D. C., attorney for Parker-Kalon Corporation, 200 Varick 
Street, New York, X. Y. 

(Signed) COX & MOORE, 

Attorneys for Illinois Tool Works. 

Chicago, Illinois, December 3, 1934. 
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28 Respondent’s Exhibit B. I 

l 

In the United States Patent Office, 

I 

Before the Examiner of Trade Mark Interferences. 

I 

I 

Opposition No. 14,223. ! 

Illinois Tool Works, Opposer, j 

i 

vs. ! 

i 

Parker-Kalon Corporation, Applicant. 

Affidavit. 

State of Illinois, 

County of Cook, $s: j 

Roy H. Olson, being duly sworn, deposes ahd says that 
upon April 25, 1932, suit was filed in the Ujnited States 
District Court for the District of Delaware, iij Equity No. 
966, bv one Herman Rosenberg and the Parkef-Kalon Cor- 
poration, as plaintiffs, against the Shakeproof Lock Washer 
Company, as defendant, said suit being based upon the al¬ 
leged infringement by defendant of certain parents owned 
by plaintiffs, and also upon the alleged infringejment by de¬ 
fendant of trade-mark rights of the plaintiffs [based upon 
the mark “Self-Tapping” for screws, screw threaded fas¬ 
teners and the like, and also upon other alleged Unfair trade 
practices and competition; that said Shakeproof Lock 
Washer Company, defendant in the equity split, is the 
predecessor of and the same party in interest asjthe Illinois 
Tool Works, Opposer in the above-entitled opposi- 

29 tion proceedings; that deponent is of counsel for De¬ 
fendant in said equity suit, and a member!of the firm 

of Cox & Moore, attorneys for opposer in the [opposition 
proceedings, and that he is in charge of the proceedings in 
both cases and familiar therewith; that in his opinion, a 
decision upon the issues raised in the equity suit will be 
determinative of the issues raised in the opposition pro¬ 
ceedings; that in the equity suit the defendant’s answer 
has been filed and the case is now set upon the trial calen¬ 
dar for hearing, having been restored thereto (at the in¬ 
stance of defendant, after a previous removal by Stipulation 
of the parties; that the defendant is anxious to push said 
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equity suit to an early conclusion, and stands willing to fa¬ 
cilitate and expedite proceedings therein; and that, in de¬ 
ponent's belief, said equity suit will come to early trial, 
probably in the earlv part of the vear 1935. 

(Signed) ‘ ‘ ROY H. OLSON. 

Subscribed and sworn to before me this 3rd day of De¬ 
cember, 1934. 

(Signed) SYLVIA E. HOPP, 

[seal. ] Notary Public. 

30 [Stamp:] Mailed Dec. 15, 1934. 

Respondent's Exhibit C. 

Department of Commerce, 

United States Patent Office. 

Opposition No. 14.223. 

Illinois Tool Works 


v. 

Parker-Kalon Corporation. 

This case com^s up on (1) a motion to suspend filed by 
the opposer and (2) a motion to dismiss filed by the ap¬ 
plicant. 

At the hearing both parties were represented by counsel 
and briefs relative to both motions have also been filed. 

The motion to dismiss will be first considered. 

An inspection of the allegations of fact contained in the 
notice of opposition discloses that the descriptiveness 
clause of Section 5 is solely relied upon by the opposer to 
negative the claim of the applicant to possessing the right 
of registration. .The examiner is fully persuaded that if 
the opposer has a right to intervene the opposer should 
have an opportunity to present facts relative to this ques¬ 
tion. It is, however, further strenuously contended by the 
opposer that the allegations of fact in the notice of opposi¬ 
tion are insufficient to permit the opposer to here raise this 
question. This contention is based largely upon the al¬ 
leged failure of the opposer to assert use in trade of the 
notation “Self-Tapping'’ on and/or before October 16, 
1934, the date of filing of the notice of opposition. 
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It seems to the examiner that the answer to this latter 
question is not so clear that the applicant should not either 
file an answer or waive the right to do so. Tfye certainty 
thereon must be greater to support an interlocutory 
31 judgment than is necessary to support k final one, 
since a finding of error by an appellate jtribunal in 
an interlocutory ruling of the examiner on this question 
would involve the return of the case to the latter with con¬ 
sequent hardship to the parties and this Office. | 

Accordinglv, the motion to dismiss is denied. I 

With regard to the motion to suspend, it appears that 
the proceeding, in which both of the parties are involved in 
the Federal Courts, was filed prior to October lj3, 1934, the 
date of filing of this notice of opposition, and al^o, that the 
question of the legal right to the exclusive use df the nota¬ 
tion “Self-Tapping” is involved therein. The ljatter ques¬ 
tion is also involved herein and will be determinate of this 
case so far as this Office is concerned. 

The hardship of conducting two proceedings b 

same parties involving the same question, the 

tion of which mav make it unnecessarv to further contest 

» * 

one of them, is generally recognized. The determination of 
whether the proceeding should be suspended is largely one 
of discretion. Here the examiner is persuaded that this 
proceeding should be suspended pending the finijd determi¬ 
nation of the other. This ruling is subject to 1 ajter review 
and reconsideration in the event of anv extraordinarv cir 
cumstances not now existing, such as, for instanc 
delay and prosecution of the other proceeding. 

Accordingly, the motion to suspend is grantq 
the final determination of the proceeding referre 
motion. 

Not later than twentv davs subsequent to sue 


etween the 
determina- 


!e, needless 

d pending 
d to in the 


determi- 
action bv 
as bv de¬ 


nation this case should be called up for further 
the party interested. Otherwise, it will proceed 
fault. 

J. CARNES, 

Examiner of Interferences, Rodin 3088. 


i 

(Here follows photolithograph of Petitioner’s Exhibit 1, 

side folio 32.) j 
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33 Petitioner’s Exhibit 10. 

Supreme Court of the District of Columbia. 

In Equity. 

Xo. 54,4S5. 

Parker-Kalon Corporation, Plaintiff, 

vs. 

Conway P. Coe. as Commissioner of Patents, Defendant. 

Decided April 23, 1934. 

Hearing on a bill in equity under Sec. 4915 R. S. to com¬ 
pel registration of a trade-mark. Decree for plaintiff. 

Edgar M. Kitchin for the plaintiff. 

T. A. Hostetler, Solicitor for the Patent Office, for the 
defendant. 

Mr. Justice Adkins made findings of facts and conclu¬ 
sions of law as follows: 


Findings of Fact . 


(1) Parker-Kalon Corporation, on September 2, 1931, 
filed its application for registration of its trade-mark in¬ 
volved in this suit* to which application Serial Xo. 318,676 


was given. 


(2) The tradc-ipark is the notation Self-Tapping ap¬ 
plied to screws, nails, drive screws, drive pins, screw-nails, 
rivets, and studs in Class 13, Hardware and Plumbing and 
Steam-Fitting Supplies. 

34 (3) After due proceedings the PIxaminer of Trade 

Marks rejected the application, and an appeal was 
taken to the Commissioner of Patents. 

(4) The decision of the Commissioner of Patents af¬ 
firmed the rejection by the Examiner in the following 
grounds: 


(1st) That the mark sought to be registered is merely 
descriptive of the function or character of the goods. 

(2nd) That if not descriptive it is mis-descriptive and 
deceptive. 
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(5) Defendant, at the trial, directed the attention of the 
Court to the following citations: 

Pages 307 and 308 of Wolverine Brass wjorks Cata¬ 
logue of 1914, published by Wolveijine Brass 
Works, Grand Rapids, Mich. 

Williams, British Patent No. 17,477 of 1895. 

Bulir, British Patent No. 18,015 of 1889. 

Hughes, U. S. Patent No. 859,814. 

Sherman, U. S. Patent No. 1,105,105. 

British Official Journal, Abridgements, May 28, 1891, 
Patent No. 9053, page 1037. | 

British Official Journal, Abridgements, | Sept. 19, 
1895, Patent No. 17,477. ! 

Page 1140 of “Standards and Specifications for 
Metals and Metal Products” prepared by the 
Bureau of Standards, published at the Govern¬ 
ment Printing Office, Washington, D. (p., 1933. 

Page 304 of “A Text Book of Surgical Ijlandcraft, 
Second Edition,” by J. Renfrew White, pub¬ 
lished bv the Macmillan Companv, New York, 
1926. 


35 


(6) The Parker-Kalon Corporation, plaintiff, was 

its trade-mark Self-Tapping- 


organized in 1922, and its trade-mark Seljf-Tappim 
has been continuously used by it in interstate }ind inter¬ 
national trade ever since its organization, and, pHor to its 
organization, was used by its predecessor. 

(7) Other manufacturers have marketed in competition 
with plaintiff corporation throughout the time i since the 
organization of plaintiff corporation screws 4 n d other 
goods similar to those on which the plaintiff corporation 
uses its trade-mark Self-Tapping, but up to some time in 
1932 the competitors of plaintiff corporation ^old their 
goods under different names other than Self-Tapping. 

(8) Beginning in 1932, a number of competitive manu¬ 
facturers have applied to their goods having the! same de¬ 
scriptive properties as plaintiff’s goods the tOrm Self- 
Tapping or expressions having near resemblance thereto. 

(9) The business of plaintiff corporation in tjie use of 
its trade-mark Self-Tapping has been large in vojlume and 
wide in distribution, and plaintiff has expended l^rge sums 
of money in advertising and sales expense for Its goods 
bearing the trade-mark Self-Tapping. 
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(10) Plaintiff's trade-mark has been used to indicate 
origin or ownership of its goods, and is known to the trade 
and industries as indicating the origin or ownership of 
plaintiff’s goods. 

3G Conclusions of Law. 

(1) Meanings developed after the adoption and use of 
a trade-mark are not within the descriptiveness prohibited 
bv the Statute. Lawrence Mfg. Co. v. Tennessee Mfg. Co., 
138 T. S. 526; 1891 C. D. 415, at 423. 

(2) In determining whether or not a mark is regis¬ 
trable, the fact that the claimant is the first user and has 
had long exclusive use of the mark and has built up a 
large business mav be considered for the light it throws 

v* • C 1 

on what the mark signifies to the public. Ex parte Adams- 
Jewel Co., 7 T. M. Rep. 147; Ex parte Meinecke & Co., 7 
T. M. Rep. 148. 

(3) The trade-mark Self-Tapping as applied to plaintiff’s 
products is suggestive, and therefore is neither descriptive 
nor mis-descriptive. 

(4) Plaintiff is entitled to a decree under Section 4915 
R. S. (35 U. S. C. A. 63) granting the relief sought in the 
praver of the bill. 

(Signed) ; JESSE C. ADKINS, 

Justice. 

37 Petitioner’s Exhibit 12. 

Department of Commerce, 

United States Patent Office, 

Washington. 

Oct. 19, 1934. 

This notice of an informal opposition is sent to appli¬ 
cant : 

Cox & Moore, 

135 South LaSalle Street, 

Chicago, Illinois. 

Opposer: Illinois Tool Works. 

Opposition No. 14223. 

Applicant: Parker-Kalon Corporation. 

Serial No. 318,676. 
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The above identified opposition was filed on 0ct. 1G, 1934. 
This opposition is not accompanied by specimens (or 
facsimiles) in duplicate of the mark actually 'used by the 
opposer (Rule 5G) which should be filed within jtwenty days 
of the date of this letter. | 

This notice of an informal opposition is sent to applicant. 
Respectfully, 

CONWAY P. COE, 
Commissioner of Patents. 

i 

38 Petitioner’s Exhibit 14. 

Department of Commerce, ! 


United States Patent Office, 

I 

Washington. i 

January 5, 1935. 

(Copy mailed Jan. 6, 1935.) ! 

In re Opposition No. 14,223. Illinois Tool Works, 

Opposer, ! 


i 

Parker-Kalon Corporation, Applicant. 

Petition. 

Recorded Vol. 159, P. 371. j 

Applicant, Parker-Kalon Corporation, petitions that the 
Commissioner of Patents, in the exercise of his supervisory 
authority, dismiss “the alleged notice of opposition as in¬ 
adequate and insufficient” and thereupon “projnptly issue 
the Certificate of Registration”. 

A prior petition asking the same action wai denied in 
the decision of November 15, 1934. In that decision atten¬ 
tion was called to the provisions of Sec. 7 of the Trade-mark 
Act and it was stated that the opposition shoulcj follow the 
usual course of procedure. 

Thereafter, applicant filed a motion to dismiss the oppo¬ 
sition which was denied by the Examiner of Interferences 
on December 15, 1934. 

It is argued in support of the present petition that the 
Examiner of Interferences was clearly in error in not 
39 dismissing the opposition especially in view of the 
decision of the Supreme Court of the District of Co¬ 
lumbia in the suit brought by applicant under Sec. 4915 

4—6490a 
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R. S., in which it was held that the registration of the mark 
had been improperly refused as being merely descriptive. 

It is too well settled to require the citation of a decision 
that no appeal lies from the denial of a motion to dismiss 
an opposition and that the decision of the Examiner of In¬ 
terferences on such a motion will be overruled onlv when 

% 

verv clear error is shown. 

The record has been carefullv reviewed and the briefs 
fully considered but no such case is found as would require 
action bv the Commissioner either as to the effect of the 
Court decree or as to the alleged insufficient of the notice 
of opposition. 

In the latter connection attention is called to the decision 
of the Court of Customs and Patent Appeals in United Shoe 
Machinery Corp. v. Compo Shoe Machinery Corp., 19 C. C. 
P. A. 1009, 1932 C. D. 349, 56 F. (2d) 292, and cases therein 
cited. 


It is to be noted that proceedings herein have been sus¬ 
pended by the Examiner of Interferences pending the de¬ 
cision of the Federal Court in a case involving the parties 
hereto, wherein the question of the right of opposer to the 
exclusive use of the notation ‘‘Self-Tapping” is involved. 

The petition is denied. 

RICHARD SPENCER, 

First Assistant Commissioner. 
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In the United States Patent Office, 

Before the Examiner of Trade Mark Interferences. 

Opposition No. 14223. 

Trade Mark Application. Serial No. 318,676. Filed Sep¬ 
tember 2, 1931, and Published September 18, 1934. For 
Screws, Drive Screws, Drive Pins, Screw-Nails, Nails, 
Rivets, and Studs, Class 13. 

Illinois Tool 'Works, Opposer, 

vs. 

Parker-Kalox Corporation, Applicant. 

Notice of Opposition. 

To the Honorable the Commissioner of Patents: 

In the matter of application for registration of the words 
“Self-Tapping”, as a trade mark for Screws, Drive Screws, 
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Drive Pins, Screw-Nails, Nails, Rivets, and Studs, Serial 
No. 318,676, filed September 2, 1931, by Parkeif-Kalon Cor¬ 
poration, of New York City, N. Y., published the Official 
Gazette of the United States Patent Office, date'd September 
18, 1934, in Volume 446, Number 3, page 515. j 
The Illinois Tool Works, a corporation duly organized and 
existing under the laws of the State of Illinois! and having 
its principal place of business at Chicago, County of Cook, 
and State of Illinois, believes it would be damaged by the 
registration of said mark, and hereby gives notice of its in¬ 
tention to oppose the registration thereof. 

41 The grounds for opposition are as follows: 


(1) That your opposer and its predecessor, 
Lock Washer Company, of Chicago, Illinois, 


Shakeproof 
have, for a 


number of years last past, been continuously engaged in the 
manufacture and sale of fastening devices, such as lock 


washers and screws, including self-locking set 
screws having the same descriptive propertij 


screws and 
es as those 


made and sold by applicant, Parker-Kalon Corporation, 
that is, screws which are self-tapping in the sedse that they 
are adapted to cut or form a thread in relatively hard ma 
terials, such as steel and cast iron. 

(2) The words sought to be registered by saijd applicant, 
namely, “Self-Tapping”, are descriptive of a screw which 
is adapted to tap or cut a thread for itself in a| work piece 
after holes have been drilled, thereby obviating the neces- 
sity of first employing a tap, wherefrom it is normal to de¬ 
scriptively refer to such screws as “self-tapping”, and 
wherefrom the consuming public recognizes sa 
describing a screw which will tap its own th 
work. 

(3) That, for a number of years last past, your opposer 
and its predecessor have descriptively designated the 
screws manufactured and sold by them in interstate com¬ 
merce, and which are adapted to cut their own jthread in a 
work piece, as “self-tapping” and/or “tapping” screws 
to indicate the functional characteristics of s^iid screws, 
namelv, screws having the combined functional! and struc- 

tural characteristics of a tap and screw, j 
42 (4) That long prior to February 10, ^921, manu¬ 

facturers and users of screws adapted jto produce 
their own thread in relatively hard material halve descrip¬ 
tively referred to such screws in various literature, peri- 


d words as 
ead in the 
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odicals, text-books, catalogs and the like as “self-tapping 


screws' , “tap \ screws” and screws which have the com¬ 
bined function of a tap and screw, and that such literature, 
periodicals, text-books, catalogs and the like were not be¬ 
fore the Patent Office nor the Supreme Court of the Dis¬ 
trict of Columbia during the prosecution by applicant of its 
application, Serial Xo. 318,676 above referred to. 

(5) That long prior to September 2, 1931, applicant’s 
filing date, applicant and 'or its predecessor have, in a 
purely descriptive manner, publicly designated their prod¬ 
ucts as “self-tapping” screws, and others during said pe¬ 
riod have also similarlv described said screws. 

(6) That the above mentioned words “self-tapping” are 
being utilized by applicant to convey the impression that 
applicant is the one and only manufacturer and/or dis¬ 
tributor of screws which are adapted to form or cut their 
own thread in relatively hard material, namely, screws hav¬ 
ing the dual function of a tap and screw; that if registration 
is granted to applicant, the consuming public will, there¬ 
fore, be misinformed and confused, and led to believe that 
the alleged mark “Self-Tapping” is the exclusive property 

of applicant, and that said applicant is the only one 
43 who is making screws having the combined feature 
of a tap and screw; and that, as a result, your op- 
poser, as well as the public generally, will be greatly dam¬ 
aged. 

(7) That the words “Self-Tapping”, when applied to 
either your opposer’s or applicant’s product, are purely de¬ 
scriptive, are ordinary words of the English language de¬ 
scribing said product, and, therefore, cannot be legally 
monopolized hvf anyone, and is not properly subject to 
registration as a trade mark. 

(8) That, if said applicant is granted registration of its 
alleged mark and thereby given prima facie right to use 
said common and descriptive term on the goods above des¬ 
ignated, your opposer will be deprived of its rights, under 
the law, to describe and designate its products by terms 
generally used and recognized by the trade as best descrip¬ 
tive thereof, which will result in irreparable loss and dam¬ 
age to your opposer by reason of the fact that, among many 
other things, the public, when calling for the long estab¬ 
lished and well known products described by the term “self¬ 
tapping” screws, or variations thereof, could be supplied 
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with the products only of the owner of said! alleged trade 
mark. | 

(9) That your opposer, as well as the public generally, 
by reason of the foregoing, has been, is nojw being, and, 
unless said application for registration is refused, will con¬ 
tinue to be very greatly damaged. i 

Wherefore, your opposer prays that the registration of 


by said Par- 
* 

said corpora- 
lorporation be 


said alleged trade mark, as applied foij* 

44 ker-Kalon Corporation, be refused to 
lion, and that the application of said ck 
rejected because no one can appropriate, as ji trade mark, 
any word or words, which, from the nature of the conditions 

* 7 r # i 

under which said word or words are used, will describe the 
products of others trading in the same devices. 

ILLINOIS TOOL WORKS, 

P>y CARL G. OLSON, 

Vice 


-President. 

i 

Verification. 

State of Illinois, 

County of Cook , ss: 

Carl G. Olson, being duly sworn, deposes t\nd says that 
Illinois Tool Works, the opposer named in f,he foregoing 
Notice of Opposition to the application of ^arker-Kalon 
Corporation for registration of trade-marki Serial No. 
318,676, filed September 2, 1931, is a corporation of the 
State of Illinois, that he is Vice-President of s'aid Corpora¬ 
tion, that he signed said Notice of Opposition! and that he 
makes this deposition in verification thereof as Vice-Presi¬ 
dent of said Corporation by and with its authority and on 
its behalf, and that he has read said Notice oif Opposition, 
and knows its contents, and that the same is tnjie of his own 
knowledge, except as to matters which are therein stated to 
be on information and belief, and as to those matters he 
believes it to be true. 

(Signed) CARL G. OLSON, 

Vice-President, Illinois Toiol Works. 

i 

i 

45 Subscribed and sworn to before me t}iis 12th day 
of October, 1934. 

(Signed) SYLVIA E. BOPP, 

[seal.] Notary Public. 

(Here follow photolithographs of Petitioner’sjExhibits 16 
and 17 (Opposer’s Exhibits Nos. 1 and 2), side folios 
46 and 47.) 
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48 Motion for Peremptory Writ of Mandamus. 


Filed February 18, 1935. 

* 


Xow comes petitioner, by its attorney in the above- 
entitled cause, and moves for the peremptory grant of the 
Writ of Mandamus notwithstanding the return of the re¬ 
spondent herein. 

EDGAR M. KITCHIX, 
Attorney for Petitioner. 

Service and receipt of a copy of the foregoing 1 acknowl¬ 
edged this 18th dav of February, 1935. 

*T. A. HOSTETLER, 

1 Attorney for Respondent. 

49 Supreme Court of the District of Columbia. 

Wednesday, March 13, 1935. 

Session resumed pursuant to adjournment, Hon. Chief 
Justice Alfred A. Wheat, presiding. 

**##### 

This cause came on for hearing upon the petition filed 
herein for writ of mandamus, the rule to show cause issued 
thereon and the answer to said petition and rule, and the 
same having been duly argued and submitted to the Court, 
it is ordered that said petition be, and the same is hereby 
dismissed and the rule to show cause discharged. 

Wherefore, it jis considered that petitioner take nothing 
by this action that respondent go hence without day, be for 
nothing held and recover of petitioner his costs of defense 
to be taxed bv the clerk and have execution thereof. 

From the foregoing judgment the petitioner by its attor¬ 
ney of record, ini open Court, notes an appeal to the Court 
of Appeals of this District: whereupon, an undertaking to 
act as a cost bond is hereby fixed in the sum of One Hun¬ 
dred Dollars ($100.00) with leave to deposit Fifty Dollars 
($50.00) cash with the clerk in lieu thereof. 


COX WAY P. COE, COMMISSIONER OF PATE) NTS. 
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Memorandum. ! 

March 25, 1935.—$50 deposited by Kitchin iiV lieu of bond 

for costs on appeal. ! 

i 

50 Assignment of Errors. j 

I 

Filed May 8, 1935. j 

l 

* * * * # # j # 

Now comes Parker-Kalon Corporation, petitioner in the 
above-entitled cause, and says that in the record and pro¬ 
ceedings therein there is manifest error, and| assigns as 
errors on appeal that the Supreme Court of the! District of 
Columbia erred in this, to wit: j 

(1) In adjudging that the petition for mandamus be dis¬ 
missed whereas the Court should not have dismissed the 
petition. 

(2) In adjudging that the petition for mandaijnus be dis¬ 
missed whereas the Court should have adjudged that the 
petitioner is entitled according to law to the gijant of the 
writ of mandamus ordering and directing the Ijespondent 
to grant the trade-mark registration as prayed if or in the 
petition. 

(3) In adjudging that the petition for mandanijus be dis¬ 
missed and that the Petitioner is not entitled to a 

51 writ of mandamus where the Court should' have ad¬ 
judged that petitioner is entitled to the wifit sought 

bv it in said petition. j 

PARKER-KALON CORPORATION, 

Bv EDGAR M. KITCHIN, ! 

Of Counsel for Petitioner. 

| 

52 Designation of Record. \ 

Filed May 8, 1935. j 

* # * * # # j * 

I 

Petitioner, appellant, by his attorney, designates the 
following to constitute the transcript of record , on the 
appeal in the above-entitled cause: 

(1) The Petition for Writ of Mandamus and Ojrder to 
Show Cause. 
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(2) Respondent’s Answer to the Petition. 

(3) Petitioner’s Motion for Judgment notwithstanding 
the Answer. 

(4) The Judgment of the Court dismissing the Petition. 

(5) The notation of appeal taken in open Court and 
the order fixing the bond (or cash deposit in lieu thereof). 

(6) Memorandum of deposit of $50.00 in lieu of under¬ 
taking on appeal. 

(7) Stipulation! of counsel for the respective parties 
dated April 18, 1935, and the exhibits accompanying the 
same, being Petitioner’s Exhibits 1, 10, 12, 14, 15, 16 and 
17 and Respondent’s Exhibits A, B and C. 

(8) Assignment of Errors. 

(9) This designation. 

" I EDGAR M. KITCHIN, 

Of Counsel for Petitioner. 


53 Supreme Court of the District of Columbia. 

United States of America, 

District of Columbia, ss: 


I, Frank E. Cunningham, (Jerk of the Supreme Court 
of the District of Columbia, hereby certify the foregoing 
pages numbered from 1 to 52, both inclusive, to be a true 
and correct transcript of the record according to directions 
of counsel herein filed, copy of which is made part of this 
transcript, in cause Xo. 84984 at Law, wherein Parker- 
Kalon Corporation is Petitioner and Conway P. Coe, Com¬ 
missioner of Patents, is Respondent, as the same remains 
upon the files and of record in said Court. 

In testimony whereof I hereunto subscribe mv name and 
• •> 

affix the seal of said Court at the City of Washington, in 
said District, this 25th dav of May, 1935. 

[Seal Supreme Court of the District of Columbia.! 

FRANK E. CUNNINGHAM, 

Clerk. 


Endorsed on cover: District of Columbia Supreme Court. 
No. 6490. Parkor-Kalon Corporation, Appellant, vs. Con¬ 
way P. Coe, Commissioner of Patents. United States Court 
of Appeals for the District of Columbia. Filed May 29, 
1935. Henry W. Hodges, Clerk. 

(6457-C) 
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IX THE 


United States Court of Appeals 

FOR THE DISTRICT OF COLUMBIA 


Parker-Kalox ('orporatiox, 

Appellant, 

vs. 

Coxway P. Coe, Commissioner 
of Patents. Appellee. 


BRIEF FOR APPELLANT 



Foreword: 

Appellant seeks mandamus on refusal of Appellee to 
perform a plain administrative duty wholly free of the 
necessity for the exercise of any discretion, and Appel¬ 
lant is being denied an affirmative lawful right | at a great 
loss. 

STATEMENT 


Appellant, Parker-Kalon Corporation, a corporation 
of the State of New York, has been engaged in the busi¬ 
ness of manufacturing bolts, rivets, studs, screws, nails, 
and like fasteners since its organization in IS22, and it 
and its predecessor in business since 1921 have used the 
trade-mark SELF-TAPPING on its manufactured arti¬ 
cles (see specimens of labels, Petitioner’s Exhibit 1, fol¬ 
lowing Pec. p. 20) in interstate and international trade 
to designate the source or origin of the good^, and the 
said trade-mark has functioned to designate t)he source 
or origin of the goods continuously since 192f, and the 
public has generally and specifically acquiesced in Ap- 


pellant *s right to its said trade-mark. The use of said 
trade-mark by Appellant and its predecessor was ex¬ 
clusive* of all others up to some time in 1932, (following 
publication of the hereinafter-mentioned decision of the 
Commissioner of Patents that the trade-mark SELF- 
TAPPIXG is descriptive or mis-descriptive) when the 
Shakeproof Lock Washer Company, a corporation of the 
State of Delaware, began to infringe the trade-mark, 
and which last-named corporation is now said to have 
been succeeded by the Illinois Tool Works, a corporation 
of the State of Illinois, the hereinafter-mentioned alleged 


opposer. 

During the eleven years before 1932, competitors 
marketed like goods under different trade-marks and 
names, but none employed the notation SELF-TAPPIXG 
in connection therewith; and during that long period of 
exclusive use Appellant built up a vast business through¬ 
out the United States and the world in its goods bearing 
the said trade-mark; and said trade-mark was thus used 
to indicate the source or origin of Appellant’s goods dur¬ 
ing all that period and ever since and still is so used; 
and the public so recognized said trade-mark and still so 
recognizes it, and depends upon said trade-mark as an 
assurance that Appellant’s goods are the genuine prod¬ 
ucts of the original source. 

Appellant filed its application for registration of its 
said trade-mark SELF-TAPPIXG in the United States 
Patent Office on September 2, 1931, Serial Xo. 318.676. 
The Examiner of Trade Marks, however, rejected the 
application on the ground that the trade-mark is descrip¬ 
tive or mis-descriptive of the goods or their functions; 
and on appeal to the Commissioner of Patents the Ex¬ 
aminer's rejection was sustained on the same ground. 
Xo publication or other citation was depended upon or 
referred to by,either the Examiner or the Commissioner 
of Patents. 

Appellant then filed a bill in equity under R. S. Sec. 
491f) on .Tune 17. 1932, in the Supreme Court of the Dis¬ 
trict of Columbia for a decree authorizing the Commis¬ 
sioner of Patents to register said trade-mark. The Com- 
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missioner of Patents having* filed his answer denying 
registrability of said trade-mark on the ground of 
descriptiveness or mis-descriptiveness, but nojt citing or 
referring to any publication or other data in support of 
his contention of descriptiveness, the cause wgs tried in 
open court and full and extensive evidence wafe taken by 
both parties, including the evidence offered bv the Com¬ 
missioner of Patents in support of his conclusion of de¬ 
scriptiveness consisting chiefly of the publications listed 
in Petitioner’s Exhibit 10, (Rec. }>. 22, at 23, Fjinding 5), 
the data for which is admitted (compare paragraph 9 of 
Petition—first seventeen lines of page 5 of Recjord—with 
paragraph 9 of answer—first five lines of said paragraph 
of page 11 of Record—See footnote*) to have I been fur¬ 
nished to the Commissioner of Patents shortlv before and 


|ol Works, 
was filed 


for the purposes of the trial by the Illinois To 
the alleged opposer whose alleged opposition 
after the decree authorizing the grant of registration of 
the trade-mark SELF-TAPPING. ! 

At the said trial, Appellant, then Plaintiff, offered evi¬ 
dence fully supporting the sixth to the tenth Fijndings of 
Fact (Rec. pp. 23-24). These findings show tlijat Appel¬ 
lant marketed its goods in competition with like goods 
sold by others throughout the period from prior to 1922 
to some time in 1932, but that the competitors uged other 
names or trade-marks for their goods throughout the 
whole period, and did not use the trade-mark notation 
SELF-TAPPING; that the business of Appellant involv¬ 
ing the said trade-mark SELF-TAPPING has bben large 
in volume and wide in distribution and has involved the 
expenditure of large sums of money in advertising and 
sales expense; and that the said trade-mark SElj^F-TAP- 
P1NG has been used by Appellant to indicate origin and 


* Note that this point in the answer evasively refers to “each and every 
of the several citations” and thereupon denies that which is not alleged, but 
does not deny that which is alleged, which is the fact that the [data of the 
citations was furnished. The very nature of the pleading at tnis point is 
a more cogent admission of the activity of the alleged opposer, jThe Illinois 
Tool Works, than if paragraph 9 of the answer had expressed a| categorical 
admission, because the very terminology of said paragraph 9 atj this point 
plainly indicates an adroit effort to conceal with an unwillingness to make 
a false statement. 
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ownership of its goods and is known to the trade and in¬ 
dustries as indicating such origin and ownership. 

The said trial was had before his Honor, Mr. .Justice 
Jesse C. Adkins, and thereupon on or about the 23rd day 
of April, 1934, the said lower Court handed down its 
decision as expressed in the Findings of Fact and (’on- 
elusions of Law (Petitioner's Exhibit 10, Rec. p. 22), and 
which Conclusions of Law include the conclusion that the 
fact that Appellant has had “lone; exclusive use of the 
mark and has built up a large business" * * ‘ “may 

be considered for the light it throws on what the mark 
signifies to the public”; and that the trade-mark SFLF- 
TAPPING as applied to Appellant's goods is suggestive 
and neither descriptive nor mis-descriptive. of course in 
the statutory sense. 

And thereupon the usual decree for the then Plaintiff, 
now Appellant, in accordance with the Conclusion of Law 
numbered 4 (Rec. p. 24) was signed, entered, and served 
on the Commissioner of Patents. The decree is quoted in 
paragraph 5 of the Petition, and service is alleged in 
paragraph 6 thereof (Rec. p. 3), and paragraphs 5 and 6 
of the answer admit paragraphs 5 and 6 of the Petition. 
(Rec. ]). 10) 

Thereupon the Commissioner of Patents, though hav¬ 
ing abundant time to do so, failed and refused and still 
continues to refuse to grant the trade-mark registration 
as authorized in the said decree. (See paragraph 7 of 
the answer, Rt>c. p. 10). In connection with this delay, 
the Commissioner of Patents himself states * that the 
alleged opposition is being used by him as justification 
to withhold the grant of the trade-mark registration as 
ordered by the.Supreme Court of the District of Colum¬ 
bia to await the decision of another Federal Court hav¬ 
ing no jurisdiction over the Patent ()ffice, and which other 
Federal Court is to pass upon the same identical ques¬ 
tion already decided by the Supreme Court of the Ris- 


* Rec. p. 2(>. next to last paragraph of decision signed "Richard Spencer". 
See also Rec. p. 21—where the suit filed in the outside Federal Court on 
April 25. 1 ‘>32. is treated as entitled to precedence over Appellant's rights 
here asserted in the filing of the instant trade-mark application September 
2. 1031. 
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trict of Columbia. In this the Commissioner’s attitude 
seems to be that he is justified in insisting' upoh corrobo¬ 
ration by a court having no authority to modify or re¬ 
view the rulings of the Supreme Court of the pistrict of 
Columbia before he feels called upon to obey thb mandate 
of the last-named Court. 

Upon such failure and refusal Appellant filed the in¬ 
stant petition for mandamus as the only available relief. 

Damage is being done to Appellant by virtue iof Appel¬ 
lant’s need for the prima facie proof of ownership of its 
said trade-mark which would be afforded by tlje Certifi¬ 
cate of registration thereof. Immediate and urgent need 
for such prima facie evidence is manifest fronj the fact 
that there is now pending in the United Stated District 
Court for the District of Delaware a suit brought by Ap¬ 
pellant against the Shakeproof Lock Washer Company, 
alleged predecessor of the Illinois Tool Worktj;, for in¬ 
fringement of the trade-mark SELF-TAPPIXCt for use 
thereof begun by said Shakeproof Lock Wasljer Com¬ 
pany in 1932. 

Appellee’s alleged reason for refusing to grant the 
said trade-mark registration is the presence in thje United 
States Patent Office of an instrument purporting to be 
an opposition filed by the Illinois Tool Works, alleged 
successor to the Shakeproof Lock Washer Complany, op¬ 
posing the grant of the registration to Appellanjt on the 
sole stated ground of alleged descriptiveness of said 
trade-mark. 


THE QUESTIONS HERE INVOLVED 

In the final analysis, there are only two questions here 
involved, and a third is injected by Appellee as collateral 
to the second so that the questions here considered will 
be as follows: | 

I. Has the Commissioner of Patents jurisdiction to 
reverse the decree of the Supreme Court of the district 
of Columbia where the admitted sole issue involved has 
been decided bv the Court, and the Commissioner of Pat- 
ents would thereby be sustaining his own former decision 
reversed bv the decree of the Court ? 
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II. Would refusal of the Commissioner of Patents to 
attempt to reverse the ruling of the Supreme Court of 
the District of Columbia on the identical question of de¬ 
scriptiveness now raised by an alleged opposer deprive 
the opposer of a statutory right? 

III. Has one opposing registration of a trade-mark 
after the trade-mark has been found by the Court not to 
be descriptive within the meaning of the Statute such a 
right to offer evidence before the Patent Office tribunals 
limited wholly to the question of alleged descriptiveness 
of the trade-mark as to thereby confer authority upon the 
Commissioner of Patents to find the Court in error? 

(a) If the opposer has failed to plead any new 
fact additional to what was before and considered bv 
the Court, that is if such evidence as opposer seeks 
to offer within the limits of opposer’s pleading can 
not be more than merely cumulative of what has al- 
readv been fully considered by the Court ? 

* V % 

(b) If the opposer had originally furnished to the 
Commissioner of Patents for use at the Court trial 
(that resulted in the Court’s finding of non-descrip- 
tiveness of the trade-mark) all the data of the facts 
on which the question of descriptiveness had been 
tried before the Court ? 


THE ERRORS RELIED ON 

All three errors assigned (Rec. p. 31) are relied upon, 
but mav be couched in a single allegation of error as 
follows: 

The Court below erred in dismissing the petition for 
mandamus and in refusing to grant the petition and issue 
the writ of nutndamus ordering respondent (Appellee) to 
grant the trade-mark registration involved. 

v ’ 





POINT I. 


i 

The Commissioner of Patents is Without Authority to 
Reverse the Ruling of the Supreme Court of the 
District of Columbia. 

The Commissioner of Patents, speaking thjrough the 
Examiner of Interferences, has by his decision bf Decem¬ 
ber 15, 1934 (Rec. p. 20) disposed of all questions that 
might otherwise have arisen with regard to the alleged 
notice of opposition of the Illinois Tool Works|by ruling 
as follows: 

“An inspection of the allegations of fact jcontained 
in the notice of opposition discloses that the descrip¬ 
tiveness clause of Section 5 is solely relied upon by 
the opposer to negative the claim of the applicant to 
possessing the right of registration.” 

Accordingly it is already determined (and t lere is no 
occasion for the exercise of discretion) that the identical 
question disposed of by the Supreme Court of the Dis¬ 
trict of Columbia, [as set forth in the Findings of Fact 
and Conclusions of Law (Rec. p. 22) and the decree of 
that Court quoted in paragraph 5 of the Petition (Rec. 
p. 3) and admitted in paragraph 5 of the ansjwer (Rec. 
p. 10)] is the only question raised by the alleged opposi¬ 
tion, and either the Commissioner of Patents imist have 
laicful authority to reverse the findings and decree of the 
Court on the identical question and the identical or merely 
cumulative evidence , or he is without jurisdiction to de¬ 
termine the opposition. 

It is not here contended that the Commissionbr of Pat¬ 
ents is without jurisdiction to determine an\j question 
whatever that has not already been determined by the 
Court, but it is wholly unnecessary to cite authority to 
prove the lack of power of the Commissioner of Patents 
to disregard or reverse the decree of the Court on the 
same question and evidence, and in the absence of such 
authority it inevitably follows that the Commissioner of 
Patents can not consider the question which Jwould re¬ 
quire that authority. 


Iii the easfe of* In Ke Zuid-IIollandsche (64 F. (2d) 915) 
the Circuit Court of Appeals for the Fifth Circuit, speak¬ 
ing per curiam, in part stated as follows: 


“It is settled that if the lower court misconstrues 
a decree of an appellant court and does not give full 
effect to the mandate, his action may he controlled by 
a writ of mandamus. Whatever tear before ihc ap¬ 
pellate court and disposed of bp tin* decree is con¬ 
sidered as finalhf settled and becomes the laic of the 
case. The trial court must carrv the decree into 
execution according’ to the mandate. In Re Potts, 
Petitioner, 166 U. S. 263, 17 S. Ct. 520, 41 L. Ed. 994. 

In disposing of the case we said, in effect, 
that the amendment to the answer setting up the cus¬ 
tom was a mere conclusion of the pleader and with¬ 
out probative force. * But the trial court is 
without author'dp to permit an amendment setting 
up a repetition of a prior defense that had been 
passed upon by the appellate court." (Accentuation 
added) 


POINT II. 


The Trade-Mark Opposition Statute Does Not Authorize 
the Commissioner of Patents to Reverse the Decree 
of the Court, and Refusal to Consider the Identical 
Question Determined by the Court is Not a Depriva¬ 
tion of a Statutory Right of Opposer. 


The decision of the Commissioner of Patents (Roc. 
p. 2, paragraph 3 of the Petition, and Rec. p. 10, para¬ 
graph 3 of the answer) ruling that the instant trade-mark 
SELF-TAPPING is descriptive or mis-descriptive and 
not registrable was made in his capacity as the repre¬ 
sentative of the public including opposer, and when the 
Commissioner through his solicitor vigorously defended 
the suit against him in the Supreme Court of the Dis¬ 
trict of Coluipbia he was doing so as the representative 



1 


-9— 


of the public including the opposer. But now] in refusing 
to grant registration, despite the Court's rjuling, he is 
specifically representing the opposer personally and en¬ 
deavoring to enforce his erroneous decision f|>r the bene¬ 
fit of the opposer and contrary to justice as manifest 
from the decision of the lower Court that 'the instant 
trade-mark SELF-TAPPING is not descriptive within 
the meaning of the Statute and is registrable. I 

The Commissioner of Patents has urged that to refuse 
to consider the identical question disposed 'of by the 
Court, to wit, the alleged descriptiveness ofjthe trade¬ 
mark SELF-TAPPING, at the behest of the alleged op¬ 
poser, would deny the right of opposer under! Section 6 
of the Trade Mark Act which authorizes the fifing of op¬ 
position. It should, however, be plain that thiat Section 
was not intended to destroy the relation between the 
Commissioner of Patents and the Supreme Colurt of the 
District of Columbia, or to give the former tlije right to 
reverse the latter. I 

In the case of Thomas Ewing v. U. S. ex rel Tljie Fowler 
Car Company (244 U. S. 1; 37 S. Ct. 497; 61 L. Ed. 955) 
the petitioner, The Fowler Car Company, contehded that 
it had been deprived of the statutory right of tlnj* declara¬ 
tion of an interference where the Commissioned of Pat¬ 
ents had admitted the existence of co-pending conflicting 
patent applications. But the Supreme Court found in 
that case that no statutory right was refused iji the re¬ 
fusal to declare the interference notwithstanding the 
conformity of the facts with the specific provisions of the 
Statute, because the then petitioner, The Fowfler Car 
Company, merely thereby had its right postponed and 
remitted to a different action under a different Statute, 
the Supreme Court in part stating: | 

“ * * * And there is no defeat of ultimate 

rights; there may be postponement of their asser¬ 
tion remitted to a suit in equity under Pa|r. 4918 
(Corn]). Stat. 1913, Par. 9463).” | 

“ * * * A suit in equity may follow" and be in¬ 
stituted by either party, and even in it nothing can 
be determined but priority of invention.” | 
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“ * * * Such suit, therefore, is the judicial 

remedy the law provides.” 


In the absence of power in the Commissioner of Pat¬ 
ents to reverse the decree of the Supreme Court of the 
District of Columbia, any right of the alleged opposer 
under Section 6 of the Trade Mark Act is not therebv 
sacrificed but is postponed and remitted to other avail¬ 
able relief within the law of trade-marks. 

It should be remembered that the issuing of a Certifi¬ 
cate of Trade-Mark Registration to Appellant in con¬ 
formity with the mandate of the Supreme Court of the 
District of Columbia would in no sense stop opposer from 
using whatever opposer has been using in the way of a 
trade-mark apd would in no sense deprive opposer of its 
defense of descriptiveness. Opposer’s right does not 
confer jurisdiction on the Commissioner of Patents to 
reverse the decree of the Court on the identical question 
and evidence, and any rights of opposer under Section 6 
of the Trade Mark Act are plainly properly remitted to 
the defense of any suit brought against opposer by Ap¬ 
pellant in accordance with the principles laid down by the 
TJ. S. Supreme Court in the Fowler Car Company case 
just referred to. The alleged opposition does not assert 
any other right than a right of defense, and that defense 
is just as available to opposer after the grant of the Cer¬ 
tificate of Trade Mark Registration to Appellant as 


before. 

Accordingly, therefore, under the principle plainly laid 
down by the Supreme Court in the Fowler Car Company 
case, refusal by the Commissioner of Patents to attempt 
to reverse the Court on the identical question disposed of 
by the decree of the Court would not result in any depri¬ 
vation of any statutory right of the opposer and would 
properly lead to the appropriate conformity by the Com¬ 
missioner of Patents with the decree of the Court. 

That is all that Appellant here seeks. 

However, opposer acting through the Commissioner of 
Patents is knowingly preventing Appellant from having 
its prima facip evidence of ownership notwithstanding 
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Appellant's right as recognized by the Supreme Court of 
the District of Columbia, and the Commissioner of Pat¬ 
ents for the benefit of opposer is holding the same ques¬ 
tion over for determination by an outside federal Court 
as if the unappealed ruling of the Supremi Court of the 
District of Columbia were not final so fail as the Com¬ 
missioner of Patents is concerned. 


POINT III. 

i 

The Supposed Right of the Alleged Opposer, Which 
Appellee is Here Endeavoring to Defend, Does Not 
Confer Jurisdiction on the Commissioner of Patents 
to Reverse the Ruling of the Court jon the Same 
Identical Question, and the Instant Alleged Opposer 
Has no Right to Offer Any New Evidence, Having 
Presumably Furnished the Best Evidence at the 
Former Trial and also Having Failed to Plead any 
New or Additional Fact in its Allegtal Notice of 
Opposition. 

While the question of whether or not the Supreme 
Court of the District of Columbia was right in its ruling 
of the non-descriptiveness of the trade-hiark SELF- 
TAPPING or whether or not opposer’s position relative 
thereto is correct is not here being considered, neverthe¬ 
less Appellant has never contended that the trade-mark 
SELF-TAPPING is not in a sense descriptive, and the 
Supreme Court of the District of Columbia has not so 
held. The contention and the holding are that it is not 
descriptive within the inhibition of the Statute; and the 
correctness of this holding should be plainly obvious 
since SELF-TAPPING is clearly no more descriptive 
than the notation ‘‘Orange Crush” which is plainly sug¬ 
gestive and technical within the Statute. (Orange Crush 
Co. v. California Crushed Fruit Co., 54- App. D. C. 313; 
19*24 C. D. 321; 297 Fed. 892) 


I 

i 
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Descriptive Trade Marks Are Good 
Technical Marks: 


In the case of Oakland Chemical v. Bookman, (22 F. 
(2d) 930, at 931) Judge Learned Hand, speaking for the 
Circuit Court of iAppeals for the Second Circuit, plainly 
states that a valid statutory mark mav describe the goods 
and yet “be so far from colloquial language as not to be 
confused with any descriptive phrase, and yet convey the 
same meaning.” This same principle is extensively dis¬ 
cussed by the Circuit Court of Appeals for the Second 
Circuit, through the late Circuit Judge Hough, in Her¬ 
cules Powder v. Newton (266 Fed. 169, at 176); and 
Judge Sanborn, ispeaking for the Circuit Court of Ap¬ 
peals for the Eighth Circuit, in Feil v. American (16 F. 
(2d) 88. at 89) raises the question of whether or not the 
trade-mark “Wormix” is “so descriptive” as not to con¬ 
stitute a technical trade-mark. 

Again, Circuit Judge Xorthcott, speaking for the Cir¬ 
cuit Court of Appeals for the Fourth Circuit, in Reardon 
v. Exterminatory (71 F. (2d) 515, at 517) finds that the 
incongruity of ‘‘Mouse Seed” makes it unobjectionable, 
though it is descriptive. 

In each of these cases, and many others that might be 
cited, the distinction arises from the fact that the Statute 
does not exclude marks from registration that are de¬ 
scriptive if they are not merely descriptive, and the Com¬ 
missioner of Patents has repeatedly recognized this fact. 
An illustrative instance of such recognition is found in 
the case of Union Seed and Fertilizer Company (7 T. M. 
Rep. 286) where Commissioner Clay points out that: 

“The trade-mark act does not inhibit the registra¬ 
tion of marks because they consist of words which 
are descriptive or which consist of geographical 
names; but it inhibits the registration of marks 
which consist merely in words which are descriptive 
names.” 
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Hence any allegation of descriptiveness h\ the alleged 
notice of opposition, not limited to a mere j descriptive¬ 
ness, or its equivalent, will not support proojf of the kind 
of descriptiveness inhibited by the Statute. | 

It is the law of the instant case (as well as the trade 
mark law generally) that “Meanings developed after 
the adoption and use of a trade-mark are noj within the 
descriptiveness prohibited by the Statute.” ((First Con¬ 
clusion of Law, Kec. p. 24) Hence any allegation by op- 
poser of descriptiveness of the notation SjELF-TAP- 
PIXG relating to a date subsequent to February 10, 1921, 
Appellant’s date of first use, can not have any bearing 
on Appellant’s right to registration of its trade-mark. 

The whole alleged notice of opposition (beginning with 
Rec. p. 26 and concluding on p. 28) contains ncj allegation 
of a mere descriptiveness of the trade-ma(rk SELF- 
TAPPIXG or any word equivalent to “mei[e” except 
with reference to dates long subsequent to Fejbruary 10, 
1921. The alleged opposer for instance, whenj referring 
to September, 1931, (Rec. p. 28, paragraph numbered 5) 
employs “purely descriptive”, the equivalent of merely 
descriptive. Omission of “merely descriptive” or its 
equivalent from all allegations of sufficiently <jiarly date 
was therefore intentional. I 

Appellee has contended that under paragraph 4 of the 
alleged notice of opposition (Rec. p. 27) the alleged op- 
poser might prove facts additional to those previously 
presented to the Court. But said paragraph 4 |ias delib¬ 
erated and intentionallv confused the dictionary name 
“tap screw” (which according to any standard diction¬ 
ary is a machine screw) with the instant trade-mark nota¬ 
tion SELF-TAPPING, and further confused thje matter 
by trying to make both equivalent to the descriptive 
clause “screws which have the combined function of a 
tap and screw”, all for the purpose of supporting an alle¬ 
gation of prior publication in a literary sense, sc} that no 
one reading this pleading could possibly determine which 
one of the three items, the “SELF-TAPPINlp”, the 
“tap screw”, or the “screws which have the combined 
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function of a tap and screw” is intended to be referred to 
as being the subject of literary reference. A single iso¬ 
lated instance of unimpressive and mere literary refer¬ 
ence in a generally-not-understood use of the notation 
SELF-TAPPING would abundantly respond to all that 
is pleaded in the said paragraph 4 of the alleged notice 
of opposition. 

Sporadic, casual, transitory, unimpressive, or fortui¬ 
tous use of a trade-mark notation whether in a merely 
descriptive se,nse or in an actual trade-mark use have 
been repeatedly held not to destroy the right of a subse- 
quent adopter of the mark. (Worden et al v. Cannaliato, 
285 Fed. 988, at 990; Holt v. Menendez, 23 Fed. 869, at 
870; Kichter v. Reynolds, 59 Fed. 577, at 578; Le Blume 
v. Coty, 293 Fed. 344, at 351; Van Camp v. Packman, 4 F. 
Supp. 522, at 523). 

It is not believed possible, for reasons set forth under 
Point II, that an opposer’s right could under any set of 
circumstances restore to the Commissioner of Patents 
jurisdiction on any identical question decided by the Su¬ 
preme Court of the District of Columbia; and, a fortiori, 
the instant alleged opposer in failing to plead any new 
evidence bearing on the question of mere descriptiveness 
of course could not prove any such thing, and hence does 
not allege a right even so much as indicative of the possi¬ 
bility of a departure from what was considered by the 
Court. 

Furthermore, the alleged opposer, The Illinois Tool 
Works, just before the trial, furnished to the Commis¬ 
sioner of Patents (See Footnote, p. 3 of this brief) all of 
the data from which the Commissioner of Patents cited 
the extensive list of publications of paragraph 5 of the 
Findings of Fact (Rec. p. 23) and which were relied upon 
by him at the trial to indicate descriptiveness of the 
trade-mark SEjLF-TAPPIXG. Hence, even if it can not 
be said that this aid to the Commissioner of Patents made 
the alleged opposer, The Illinois Tool Works, a party to 
that cause and bound by the decree (not admitted), the 
alleged opposer certainly ought to be bound by the very 
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reasonable presumption that in thus attacking the instant 
Appellant (whose trade-mark SELF-TAPPING the op- 
poser was infringing), the said opposer furnished to the 
Commissioner of Patents its very best citations. This 
presumption gives meaning and explanation t<j the adroit 
confusion in pleading found in the alleged notice of 
opposition. 

It follows, therefore, that it is now not with any grace 
at all that the alleged opposer can be held up bp the Com¬ 
missioner of Patents as having in its possession possibly 
further evidence not pleaded in its alleged notice of oppo¬ 
sition and not submitted when it was helping the Com¬ 
missioner of Patents defeat the instant Appellant on the 
identical question of descriptiveness. 

Accordingly, in the face of the conduct of the alleged 
opposer and in the absence of a pleading of relevant addi¬ 
tional evidence, (something more than merely cumula¬ 
tive) the alleged opposer can not be presumed to be in a 
position to further attack this Appellant and confer upon 
the Commissioner of Patents the extraordinary authority 
to find at variance from the finding of the Supreme Court 
of the District of Columbia. 


CONCLUSION 

The Commissioner of Patents having already ruled 
that no other question is involved in the alleged notice 
of opposition than that which has been fully determined 
by the lower Court, and the alleged opposej having a 
complete and satisfactory alternative remedy ^here is no 
reason why Appellant should continue to suffer the legal 
injury of being deprived of its prima facie Evidence of 
ownership, the Certificate of trade-mark registration. 

The facts plainly apparent of record clearly indicate 
that Appellee is attempting to reassert his position taken 
ex parte and is employing the instant alleged bpposer as 
a means to that end. Such disregard and evasion of the 
authority of the Court should not be tolerated[ 
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There seems no reason why the Commissioner of Pat¬ 
ents should not carry out the provisions of the decree of 
the lower Court without further delay, to which end the 
granting’of the: writ of mandamus is here sought. 

Reversal of the ruling of the Court below in refusing to 
grant the writ is accordingly requested. 

Respectfully submitted, 

i Edgar M. Kuchin, 

Solicitor for Appellant . 

Edgar M. Kitchix, 

Harry C. Robb, 

Of Counsel. 
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In the United States Court of Appeals 
for the District of Columbia 


October Term, 1935 


No. 6490 


Parker-Kalon Corporation, appellant 

v . 

Conway P. Coe, Commissioner of Patents, 

appellee 


APPEAL FROM THE SUPREME COURT OF THE DISTRICT OF 

COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PARENTS 

This is an appeal from an Order of th0 Supreme 
Court of the District of Columbia dismissing a 
petition of the Parker-Kalon Corporation that a 
mandamus be issued directing the Commissioner 
of Patents to forthwith, as promptly a& may be, 
sign and issue to petitioner a Certificate of Regis¬ 
tration of its trade mark. 

It appears that the Parker-Kalon Corporation 
(petitioner) filed an application for the! registra¬ 
tion of the term “Self-Tapping” as a tr^de mark 
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for screws, drive pins, etc.; that registration was 
refused by the Examiner of Trade Marks on the 
ground that the mark was merely descriptive of the 
goods and that on appeal that action was affirmed 
by the Commissioner of Patents: that thereafter 
the applicant, Parker-Kalon Corporation, filed a 
bill in equity under Section 4915 R. S. (U. S. C., 
title 35, sec. 63) for a review of that decision and 
the Supreme Court of the District of Columbia held 
that the mark was not merely descriptive but only 
suggestive, and that applicant was entitled to 
registration. 

It further appears that when a copy of the 
Decree was tiled in the Patent Office, the mark was 
published in the Official Gazette in accordance with 
the provisions of Section 6 of the Trade Mark Act 
and that, under the provisions of that section, an 
opposition to the registration of the mark was filed 
by the Illinois Tool Works; that the opposition pro¬ 
ceeding was duly instituted and the motion to per¬ 
emptorily dismiss it, in view of the decree of the 
Supreme Court of the District of Columbia in the 
proceeding under Section 4915 R. S., was denied by 
the examiner of interferences and his action was 
affirmed by the Commissioner of Patents. 

The petition for mandamus alleges, and it is so 
contended on this appeal, that the Commissioner of 
Patents had no authority to consider that opposi¬ 
tion proceeding because it raised only the question 
of the descriptiveness of the mark, which question 
had been raised and considered by the Supreme 
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Court of the District of Columbia, by w|hich Court 
the mark was held to be not “merely descriptive.” 

The Trade Mark Act provides that ^iny person 
who believes that he would be damaged by the regis¬ 
tration of a mark may oppose the same jby filing a 
notice of opposition within thirty day$ after the 
publication of the mark. 

Section 7 of the Trade Mark Act fujrther pro¬ 
vides that “in every case * * * of Opposition 

to registration” the Commissioner “sl^all direct 
the examiner in charge of interference^ to deter¬ 
mine the question of the right of registration 
* * * and of the sufficiency of objections to 

registration.” Appeal is also provided! from the 
action of the examiner of interferences t(J> the Com¬ 
missioner and an appeal from the Comnfiissioner’s 
decision to the United States Court of Customs and 
Patent Appeals. 

Under the ruling of the Supreme Court of the 
United States in The Baldwin Company v. Robert¬ 
son, 265 U. S. 168; 1924 C. D. 511, any pjirty to an 
opposition proceeding may, in lieu of an appeal 
to the United States Court of Customs aid Patent 
Appeals, file a bill in equity to review thp decision 
rendered by the Commissioner of Patents. 

It thus appears that whenever a marp is pub¬ 
lished and an opposition is filed, it is the statutory 
duty of the Commissioner to consider tjie merits 
of that opposition, and that a course of Appeals is 
provided from such decisions. 
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Obviously, in determining whether an opposition 
is to be considered, as well as determining the merits 
of the grounds of the opposition, the Commissioner 
acts in a quasi judicial capacity. 

It is well settled that mandamus does not lie to 
control the judicial actions of the Commissioner 
of Patents, nor does mandamus lie where the peti¬ 
tioner for mandamus has an adequate remedy by 
appeal. 

In petitioner’s brief it is stated (R. p. 7) that it 
is not contended that the Commissioner of Patents 
is without jurisdiction to determine any question 
which had not already been determined by the 
Court, but that the Commissioner has no authority 
to disregard or reverse the decree of the Court on 
the same question and evidence. The reference 
here to the question determined by the Court is to 
the decision of the Supreme Court of the District 
of Columbia in holding that the term “ Self-Tap¬ 
ping should not be refused registration as being 
“ merely descriptive.” 

It appears from the record (petitioner’s Exhibit 
15, R. p. 26 et seq.) that the opposer did not merely 
allege that the mark was descriptive, but alleged 
that long prior to February 10,1921, which was the 
date of adoption and use alleged by petitioner in its 
application for registration of the mark, various 
manufacturers and users of screws adapted to pro¬ 
duce their own thread had referred to such screws 
in various literature, periodicals, textbooks, cata- 
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logs, etc., as “ self-tapping screws ”, andj these text¬ 
books and catalogs were not before the Patent Office 
nor the Supreme Court of the District of Columbia 
during the prosecution of petitioner’s Application 
for registration. In other words, the notice of op¬ 
position alleged that the opposer could produce evi¬ 
dence which was not before, and consequently not 
considered by, the Supreme Court of the ^District of 
Columbia in rendering its decision op the bill 
brought under Section 4915, R. S. j 

It furthermore appears from the Record (see 
Respondent’s Exhibits A, B, and C, R. p. 16 et 
seq.) that there is now pending in the United States 
District Court of Delaware a suit in equity, No. 966, 
involving the Parker-Kalon Corporation, appellant 
herein, and the Illinois Tool Works, in which the 
latter is alleged to have infringed the trade mark of 
the former, and in which it has been sejt up as a 
defense, that the mark is “merely descriptive.” 

Appellant here complains that the Commissioner 
of Patents is permitting the Illinois Tool j Works to 
contest the holding of the Supreme Coprt of the 
District of Columbia, and is further holding that 
the decision of the Delaware Federal Coujrt will be 
controlling with respect to the right of registration. 

With respect to the first contention, it is sub¬ 
mitted that the Commissioner of Patients has 
merely followed the plain provisions of thje statute, 
namely, that he must entertain an opposition filed 
against the registration of a trade marp, and in 
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respect to the second contention, it is to be noted 
that proceedings in the opposition were suspended 
by the examiner of interferences and no petition 
was taken to the Commissioner to overrule his 
action in suspending the opposition proceedings. 

Respondent’s Exhibit C (R. p. 20) is the deci¬ 
sion of the examiner of interferences denying peti¬ 
tioner’s motion to dismiss the opposition and 
granting opposer’s motion to suspend proceedings 
pending the decision of the Delaware court. 

Petitioner’s Exhibit 14 (R. p. 25) is the decision 
of the Commissioner on the petition brought by the 
petitioner to peremptorily dismiss the opposition 
and issue the certificate of registration. That the 
propriety of the action of the examiner of inter¬ 
ferences in suspending proceedings in the opposi¬ 
tion pending the decision in the Delaware suit was 
not brought before the Commissioner is shown by 
the last paragraph of the Commissioner’s decision, 
in which reference is merely made to the fact that 
proceedings had been suspended. 

It is submitted that the action of the Commis¬ 
sioner in determining that the opposition should 
not be peremptorily dismissed was an action within 
his discretionary authority, that petitioner has his 
remedy in the opposition proceeding, if and when 
proceedings therein are resumed, and it is fur¬ 
ther submitted that, especially in view of the 
allegations in paragraph 4 of the notice of opposi¬ 
tion, there was no error on the part of the Com¬ 
missioner in refusing to dismiss the opposition 
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peremptorily, even if lie would have h^d authority 
to so do if the opposer had merely contested the 
registrability of that mark without Staging the 
existence of evidence to establish its desjjriptiveness 
prior to the applicant’s adoption of the mark. 

That the actions of the Commissioned of Patents 
in his judicial capacity and within th^ discretion 
conferred by law cannot be controlled b\f mandamus 
is well settled by the decisions of the Supreme 
Court of the United States and of this 'Court. 

In Butterivortli v. Hoe, 112 U. S. 50j 1884 C. D. 
429, the Supreme Court of the United States said: 

That it was intended that the Commis¬ 
sioner of Patents, in issuing or Withholding 
patents, in reissues, interferences, and ex¬ 
tensions, should exercise quasi-judicial func¬ 
tions is apparent from the nature of the 
examinations and decisions he is required 
to make and the modes providedj by law, ac¬ 
cording to which, exclusively, t^iev may be 
reviewed. 

and further said: J 

It is suggested that the writ |vas errone¬ 
ously awarded by the court bejow, on the 
ground that the decision of the Commis¬ 
sioner of Patents in favor of issuing the pat¬ 
ent to the relators, was erroneous in law 
upon its face. But that question does not 
arise upon this record. We have adjudged 
that it belongs exclusively to the Commis¬ 
sioner to decide the question for himself, 
whether a patent ought to issue. ! 
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In Ewing v. JJ. S. ex reJ. The Fowler Car Com¬ 
pany, 244 U. S. 1, 1917 C. D. 409, the Supreme 
Court of the United States said: 

It is he [the Commissioner of Patents] 
who is to cause the examination of an as¬ 
serted invention or discovery and to judge 
of its utility and importance; it is he who 
is to judge (be of opinion) whether an ap¬ 
plication will interfere with a pending one; 
and it is he who, after an interference is 
declared and proceedings had, is the final 
arbiter of its only controversy, priority of 
invention. (Citing in a footnote Sections 
4893, 4904, and 4910 R. S.) 

In the latter case the Court held that mandamus 
had been improperly issued, requiring the Commis¬ 
sioner of Patents to declare an interference where 
he was of the opinion that such interference should 
not be declared because the later of two applicants 
had not alleged, in response to an inquiry from the 
Patent Office, that he had made the invention as 
early as the date on which the other applicant had 
filed his application. 

This Court has held that mandamus will not lie 
to require the Commissioner of Patents to vacate 
the redeclaration of an interference ( Moore v. 
U. S. ex rel. Colburn Machine Glass Co., 40 App. 
D. C. 201, 1913 C. D. 398), and that it would not 
lie to compel the Commissioner of Patents to per¬ 
mit a party to intervene in an interference (JJ. S. 
ex rel. Trussed Concrete Steel Co. v. Ewing, 42 
App. D. C. 179,1914 C. D. 194). 
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These decisions are all based on the ground that 
in reaching his conclusion the Commissioner of 
Patents was acting within the discretion conferred 
upon him by statute. j 

A similar holding has been made with reference 
to the action of the Commissioner of [Patents in 
trade-mark cases. j 

In U. S. ex rel . Symons v. Robertsoii, Commis¬ 
sioner of Patents, 58 App. D. C. 324,192^ C. D. 137, 
this Court held that mandamus was properly re¬ 
fused where it was sought to compel th|e Commis- 
sioner of Patents to accept as an opposition an un¬ 
verified paper signed by petitioner’s counsel. In 
that case the Court said: 

It is apparent that it was th^ Commis¬ 
sioner’s duty and within his jurisdiction to 
determine primarily whether the require¬ 
ments of this statute had been conjiplied with 
by appellant. 

It is submitted that in the present ca^e the deci¬ 
sion of the Commissioner that the opposition filed 
by the Illinois Tool Works against th^ registra¬ 
tion by petitioner of the mark “Seli[-tapping” 
could not be peremptorily dismissed was an action 
involving judicial discretion and cannbt be con¬ 
trolled by mandamus. 

It is further submitted that the Comnjiissioner’s 
action was properly taken in view of t^ie specific 
provisions of the Trade-Mark Act as toj the right 
to file an opposition and to have it considered both 
by the Patent Office tribunals and on appeal to the 
Court. 
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It is further submitted that this is especially true 
since in the notice of opposition it was alleged that 
evidence existed to show that prior to the alleged 
adoption of the mark by petitioner here, it was 
known as a descriptive term of the goods in ques¬ 
tion. 

It is further submitted that petitioner has its 
remedy by appeal in the opposition proceeding, 
if and when a decision therein is rendered adverse 
to it. 

It is also submitted that the question whether 
proceedings in ithe ojjposition were properly sus¬ 
pended pending the determination of the Delaware 
suit is not a matter before this Court at this time, 
since, as pointed out above, petitioner made no re¬ 
quest of the Commissioner of Patents to have that 
suspension lifted and the proceeding continued. 

The petitioner here seeks to have this Court rule 
that because it had received a decision from the 
Supreme Court of the District of Columbia on the 
question of the descriptiveness of its mark, that 
question cannot be raised in an opposition proceed¬ 
ing even though the opposer alleges that it can and 
will produce testimony that was not before the 
Supreme Court of the District of Columbia. The 
proceeding under Section 4915 R. S. was merely 
a part of the ex parte prosecution of the applica¬ 
tion for the registration of a trade mark and the 
decision of the Court therein cannot be conclusive 
as against the opposer, who was in no way a party 
to that proceeding. 
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It is not believed that the decision in ^Ewing v. 

i 

U. S. ex rel. The Fowler Car Company, supra, with 
respect to the remission of the right of |the peti¬ 
tioner in that case to its defense in an eqpity pro¬ 
ceeding, has any bearing on this case. j 

There is no provision in the patent statutes for 
an opposition to the grant of a patent as there is in 
the trade-mark statutes for an opposition to the 
registration of a trade mark. No reason has been 
advanced to establish that an opposition may not 
be filed to the registration of a trade mark when 
it has been held registrable by the Supreme Court 
of the District of Columbia in an ex partd proceed¬ 
ing, when unquestionably an opposition [would lie 
if the question had been passed upon by jthe Com¬ 
missioner of Patents himself and the niark held 
registrable. The very purpose of the opposition 
statute was to give an interested party a chance to 
oppose the registration of a trade mark which had 
been held registrable at some time during the ex 
parte prosecution of the application tor regis¬ 
tration. 

CONCLUSION 

It is submitted that the Order of the 1 Supreme 
Court of the District of Columbia dismissing the 
petition for mandamus was correct and I that that 
Order should be affirmed. ! 

R. F. Whitehead, 

Solicitor for the Patent Office, 

Attorney for Appellee . 

September 3,1935. 
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